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Abstract

Looking beyond formal legal protection for geographical indications (GIs), this research
project empirically explores the opportunities and constraints which influence whether regional
product branding initiatives are successful. The legal protection of GIs is characterised by a
variety of legal approaches which translates the many meanings and objectives attached to
them. These range from protection of the consumers and producers’ interests against unfair
competition practices, to territorial development, to preservation of cultural heritage and

natural resources.

This research seeks to understand the relationships between the type of legal protection, the
operation of GI initiatives, their economic and non-economic effects, and the opportunities and
constraints that affect such effects. To this aim, it draws upon empirical data collected from
twelve GI initiatives involving different means of protection (trade mark and sui generis
systems) in France and Vietnam that both associate GIs with economic and non-economic
objectives. In doing so, this thesis identifies the factors that impact on the collective dynamics
involved in the GI initiatives; those that influence the use and value of GIs on the market; those
that hinder their use on the market; and those that contribute to the ability of GIs to create

effects outside the market.

This thesis argues that the significance of the distinction between the two types of legal
protection varies greatly depending on the institutional context in which the GI initiatives are
embedded and that the differences between the sui generis and trade mark approaches can be
reduced in practice. Further, the type of legal protection is often not enough to bring about
economic and non-economic effects. This research suggests that a wide range of organisational,
institutional, marketing, socio-economic and cultural factors influence both the use and value

of GIs, and the benefits derived from them.
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Introduction

The man unable to separate false from true,
Will suffer no less certain or heart-felt a loss,
Than he who lacks the skill to distinguish fleeces
Soaked in Aquinum’s dye, from Sidonian purple.

Horace, the Epistles, Book I, Epistle X: 26

In Ancient Egypt, pyramid builders commonly used geographical signs to indicate the
durability of bricks and stones as derived from their origin.! The ancient Greeks also relied on
geographical signs as proxies for the quality of Corinthian bronze, Phrygian marble or wine
from Rhodes. These are only few examples of the many designations linking places, products
and people? that have enjoyed great commercial success long before their formal definition as
geographical indications (GIs) by the WTO Agreement on Trade-Related Aspects of
Intellectual Property Rights (hereafter, TRIPS).?

Today, there are estimated to be over 10,000 protected Gls in the world, of which 90% come
from OECD countries and with a trade value of more than US$50 billion.* Some well-known
GI products include Darjeeling tea, Parma ham, Champagne wine and Café de Colombia. In
mobilizing local resources and traditions, GIs ‘convey the cultural identity of a nation, region

or specific area’ and, in doing so, de-fetishise goods by reminding us that their value is

1 B. O’Connor, The Law of Geographical Indications (Cameron May, 2004) 21.

2 E.Vandecandelaere and others, ‘Linking people, places and products: A guide for promoting quality linked to geographical origin and
sustainable Geographical Indications’ (FAO and SINER-GI, 2009).

3 Agreement on Trade Related Aspects of Intellectual Property Rights, 15 April 1994, Annex 1C of the Marrakesh Agreement Establishing
the World Trade Organization.

4 D. Giovannucci and others, Guide to Geographical Indications: Linking Products and Their Origins (International Trade Centre, 2009) vii.
5 F. Addor and A. Grazioli, ‘Geographical Indications beyond Wines and Spirits: A Roadmap for a Better Protection for Geographical
Indications in the WTO/TRIPS Agreement’ (2002) 5 JWIP 865, 865.
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attributable to human labour.® Driven in part by the demands of the so-called ‘green
consumerism’’ that stands in contrast to the ‘Macdonalisation’ of products,? regional product
branding aligns with the development of quality, safety and traceability standards,’ including

fair trade, organic and biologic certification labels.!°

From a legal perspective, the protection of GIs is characterised by a variety of approaches that
translate the many meanings and objectives attached to them. These range from market-based
approaches targeting unfair competition practices, to approaches directed at non-market
objectives, including territorial development, and preservation of cultural heritage and natural

resources.

The general objective of this research is to explore the creation process, the operation and the
likely effects of GI initiatives. More specifically, this research seeks to analyse the
relationships between the type of legal protection, the functioning of Gl initiatives, their ability
to achieve economic and non-economic effects, and the factors that affect such effects. To this
aim, it draws upon empirical data collected from twelve GI initiatives in two countries, France

and Vietnam, which associate GIs with market and non-market objectives.

The first section of this introduction highlights the theoretical background within which this
research project is situated, including the rationale for protecting Gls, the legal and institutional
framework for Gls and the politicisation of GIs. Section 1.2 presents the research questions
and the methodology. Sections 1.3 and 1.4 provide an overview of the French and Vietnamese
contexts in which GI initiatives have been developing. Section 1.5 concludes with an outline

of the thesis chapters.

6 R.J. Coombe, S. Schnoor & M. Ahmed, ‘Bearing Cultural Distinction: Informational Capitalism and New Expectations for Intellectual
Property’ (2007) 40 University of California-Davis Law Review 8§91.

7 D. Goodman and M. Redclift, Refashioning nature: Food, ecology and culture (Routledge, 1991) 240-241.

8 P. Zylberg, ‘Geographical Indications v. Trademarks: The Lisbon Agreement: A Violation of TRIPs?’ (2002-2003) 62(11) University of
Baltimore Intellectual Property Law Journal 1, 61.

9 Giovannucci and others (n4).

10 G. Allaire and B. Sylvander, ‘Globalization and Geographical Indications’, in E. Barham and B. Sylvander (eds.), Labels of Origin for
Food: Local Development, Global Recognition (CAB International, 2011) 106, 107.
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1.1 Theoretical background

1.1.1 Why protect GIs?

The protection of GIs is traditionally justified on an informational efficiency basis.!! These
geographical signs are situated within an economic framework that seeks to align law with ‘the
dictates of economic efficiency’.!? Although the ‘underlying philosophy of the distinctiveness

’13 upon which GIs rest clearly differentiates them from trade

of local and regional products
marks, both trade marks and GIs signal the ‘(commercial or geographical) origin of goods in
the marketplace’.!* Misleading or otherwise distorting unauthorised uses by third parties lead
to market failure caused by information asymmetries in the context of experience or credence
goods.!> By correcting this through legal protection, both regimes meet an important social
need in enhancing product information to consumers, thus saving their search costs in making
choices.'® Consequently, their protection derives from the imperfect information theory, as
developed by Stiglitz!” and Tirole,!® or from Shapiro’s model of reputation, which is concerned
with ‘the decision of a firm regarding the quality of products to produce with a view to
maximising profits, assuming perfect competition but imperfect consumer information’. ' In
fact, the producers’ goodwill and the brand’s reputation constitute the underlying ‘valuable

intangible that is being protected’?® against free-rider competitors. Referred to by Belletti as

the ‘institutionalisation of reputation’,?! GIs protect consumers and producers’ interests against

11 OECD, ‘Appellations of Origin and Geographical Indications in OECD Member Countries: Economic and Legal Implications’
(COM/AGR/APM/TD/WP(2000)15/FINAL); A. Conrad, ‘The protection of geographical indications in the TRIPs Agreement’ (1996) 86(1)
The Trademark Reporter 11.

12 W. Landes and R. Posner, The Economic Structure of Intellectual Property Law (The Belknap Press of Harvard University Press, 2003) 4.
13 W. Moran, ‘Rural Space as Intellectual Property’ (1993) 12(3) Political Geography 263, 265.

14 D. Gangjee, Relocating the Law of Geographical Indications (CUP, 2012) 2.

15 According to Nelson, goods can be classified in three categories: (1) search goods, for which consumers can ascertain quality prior to
purchase; (2) experience goods, for which consumers can ascertain quality after buying and using them; and (3) credence goods, for which
consumers cannot ascertain quality even after using them. P. Nelson, ‘Information and Consumer Behaviour’ (1970) 78 Journal of Political
Economy 311.

16 Landes and Posner (n12).

17 J.E. Stiglitz, ‘Imperfect Information in the Product Market’ in R. Schmalensee and R.D. Willig (eds.), Handbook of Industrial Organization
(Elsevier Science Publishers, 1989).

18 J. Tirole, The Theory of Industrial Organization (MIT Press, 1988).

19 OECD (nl1) 8.

20 Gangjee, Relocating the Law of Geographical Indications (n14) 145.

21 G. Belletti, ‘Origin labelled products, reputation, and heterogeneity of firms’ in B. Sylvander, D. Barjolle and F. Arfini (eds.), The socio-
economics of origin labelled products in agrifood supply chains: spatial, institutional and co-ordination aspects (INRA, Actes et

Communications 17(1), 2000) 239, 239.
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fraud and unfair competition practices by preventing name usurpation and diversion of
income.?? The role of GIs in preventing name usurpation has become increasingly important
considering the growing number of instances of misappropriation of origin names. To take two
examples, it is estimated that that the usurpation of the name ‘Karoo lamb’ (from South Africa)

3 and that about forty million kilograms of tea are sold worldwide as

is commonplace,’
Darjeeling tea every year, while the production of genuine Darjeeling tea is only ten million
kilograms.?* As Das explains, unfair business practices, which stem from the commercial
success of origin names in relation to market access and possible price premiums, result in loss
of revenue for the genuine producers while misleading consumers in their purchasing

decisions.?

Once established, the brand’s reputation enhances the business value of the signs themselves
by securing consumer loyalty and allowing producers to capture a rent based on the product
differentiation,?® and hence a return on their initial investments.?’” GIs can therefore become
valuable economic assets and useful marketing tools to increase market access.?® They provide
producers with incentives to make investments for establishing and maintaining the qualities

and reputation of the good designed by the sign.’

22 C. Bramley, E. Biénabe and J. Kirsten, ‘The economics of geographical indications: towards a conceptual framework for geographical
indication research in developing countries’ in The Economics of Intellectual Property: Suggestions for Further Research in Developing
Countries and Countries with Economies in Transition (WIPO, 2009) 109.

23 E. Biénabe and others, ‘Linking Farmers to Markets through Valorisation of Local Resources: The Case for Intellectual Property Rights of
Indigenous Resources’ (IPR DURAS Project Scientific Report, April 2011) 32.

24 K. Das, ‘International Protection of India’s Geographical Indications with Special Reference to ‘Darjeeling’ Tea’ (2006) 9(5) JWIP 459,
480.

25 K. Das, ‘Socio-economic implications of protecting geographical indications in India’ (2009) Centre for WTO Studies, 3
<https://papers.ssr.com/sol3/papers.cfm?abstract_id=1587352> accessed 03/09/2018.

26 Addor and Grazioli (n5) 870.

27 Bramley, Biénabe and Kirsten (n22) 115.

28 ibid.

29 Landes and Posner (n12).
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1.1.2 The legal and institutional framework for GIs

1.1.2.1 International framework

As ‘relative newcomers to the field of international intellectual property’,*® TRIPS is the first
international agreement to introduce the term ‘geographical indications’,! which has become
the most widely used terminology. Previously, three WIPO multilateral agreements, the Paris
Convention for the Protection of Industrial Property of 1883,3? the Madrid Agreement for the
Repression of False or Deceptive Indications of Source on Goods,** and the Lisbon Agreement
for the Protection of Appellations of Origin and their International Registration,** have sought
to regulate origin marking with limited success. While the Paris Convention has broad
membership, it imposes only modest protection obligation. By contrast, the more specialised
Lisbon Agreement favours enhanced protection, which has greatly limited its appeal.>> Unlike
the WIPO Treaties, TRIPS has a large membership (164 members as of May 2019) and as such

has been hailed as an ‘important step for the international recognition of (GIs)’.3

Article 22.1 of TRIPS defines GIs as ‘indications which identify a good as originating in the
territory of a Member, or a region or locality in that territory, where a given quality, reputation
or other characteristic of the good is essentially attributable to its geographical origin’. This
definition leads to three observations. First, the object of protection is an ‘indication’ that may
consist of either a direct geographical name, such as Champagne wine or Parma ham, or an
indirect sign, including a word, phrase or symbol,*’ for instance Blue Mountain coffee, Basmati

rice or Feta cheese. Second, although the overwhelming majority of ‘goods’ are quality

30 C. Heath and A. Kamperman Sanders (eds), New Frontiers of Intellectual Property Law : IP and Cultural Heritage - Geographical
Indications - Enforcement — Overprotection (Oxford Hart Publishing, 2005) Preface.

31 J. Watal, Intellectual Property Rights in the WTO and Developing Countries (Kluwer Law International, 2001) 244.

32 Paris Convention for the Protection of Industrial Property, 20 March 1883.

33 Madrid Agreement for the Repression of False or Deceptive Indications of Source on Goods, 14 April 1891.

34 Lisbon Agreement for the Protection of Appellations of Origin and their International Registration, 31 October 1958.

35 For more background on the historical process of the Lisbon Agreement and recent negotiations, see D.J. Gervais and M. Slider, ‘The
Geneva Act of the Lisbon Agreement: Controversial Negotiations and Controversial Results’ in W. Van Caenegem and J. Cleary (eds), The
Importance of Place: Geographical Indications as a Tool for Local and Regional Development (Springer - Ius Gentium, Comparative
Perspectives on Law and Justice n°58, 2017) 15.

36 C. Correa, Trade Related Aspects of Intellectual Property Rights. A Commentary on the TRIPS Agreement (OUP, 2007) 209.

37 ibid 219.
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agricultural products,® they can also include processed and unprocessed products from other
sectors, such as textiles, jewellery and handicrafts. While services are excluded from the TRIPS
definition, member states are free to recognise them under national laws. Third, TRIPS
identifies three alternative criteria to establish the link between a product and its geographical
origin. Each is an independently sufficient condition for protection, ceterius paribus.’* While
it is commonly agreed that the quality and characteristics of a product can be empirically and
objectively measured,*® the product’s reputation, which refers to consumers’ association of a
good with a place,*! is the only subjective criteria, and hence the most difficult to measure.*?
The quality of a product might involve its unique shape or taste due to the particular
characteristics of the soil or climate of the area where it is grown,* whereas its characteristics
may include chemical (e.g. acidity, sugar or fat content), physical (such as texture),
microbiological (e.g. use of ferments and presence of germs) and organoleptic (such as flavour,
texture, colour, or sensory profile) features.** They can also encompass a particular know-how

such as specific breeding techniques or manufacturing processes.*

Article 22.2 provides the standard protection for all GIs. In protecting consumers against
misleading use, and producers against unfair competition by reference to Article 10 of the Paris
Convention, this article aims to address issues arising from information asymmetry and free-
riding on reputation. Under this provision, no presumption is made about misleading conduct
and unfair competition. Consequently, the holder of the infringed indication bears the burden
of proving the existence of acts of unfair competition and establishing consumer confusion in
the relevant jurisdiction by demonstrating that the sign’s reputation exists and the relevant

public in that jurisdiction will make an association between the product and the place.*

38 It is estimated that in 2001, 84,1% of the then 766 registrations in the Lisbon register corresponded to only four different categories of
products: wines, spirits, cheese, tobacco and cigarettes: S. Escudero, ‘International Protection of Geographical Indications and Developing
Countries’ (2001) South Centre, TRADE Working Paper No.10, 18.

39 O’Connor (nl) 24.

40 UNCTAD-ICTSD, Resource Handbook on TRIPS and Development (CUP, 2005) 270.

41 ibid.

42 D. Gangjee, ‘From Geography to History: Geographical Indications and the Reputational Link’ in I. Calboli and W.-L. Ng-Loy (eds),
Geographical Indications at the Crossroads of Trade, Development, and Culture in the Asia-Pacific (CUP, 2017) 36.

43 INAO, ‘Guide du demandeur d’une appellation d’origine protégée (AOP) ou d’une indication géographique protégée (IGP) a ’exception
des vins, boissons alcoolisées et boissons spiritueuses’ (November 2017) 18.

44 ibid 15.

45 Gangjee, Relocating the Law of Geographical Indications (n14) 232.

46 UNCTAD-ICTSD (n42) 292; Correa (n36) 228.
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A higher-level protection is afforded in Article 23.1 for wines and spirits only. Within this
specific category of products, any use of the indication on goods that do not originate from the
indicated place is strictly forbidden, whether or not consumers are deceived, ‘even where the
true origin of the goods is indicated or the [GI] is used in translation or accompanied by

expressions such as ‘kind’, ‘type’, ‘style’, ‘imitation’ or the like’.

Consequently, Article 22.2 requires proving consumer confusion or unfair competition within
a specific context, while Article 23.1, in providing protection ‘per se or in absolute terms’#’
beyond misconception or unfair competition, treats GIs as ‘objects, regardless of their
connotations in a specific context’.*® This two-tiered system of regulation for GIs reflects the
hard-fought compromise between the high-level protection sought by the then European
Community and Switzerland, which have a long tradition of protecting GIs and where more
than 85% of GIs relate to wine and spirit products,*” and the lower protection sought by the
United States of America (USA) and Australia, who initially opposed the creation of a new
category of intellectual property right (IPR) for GIs and who consider a number of European

GIs to be generic.

1.1.2.2 Overview of the national and regional systems of protection

Very few countries had enacted legislation for protecting GIs prior to the adoption of TRIPS."!
Laws governing the use of GIs have subsequently mushroomed around the world, but in the
‘most diverse and uncoordinated manner’,>? as a consequence of the obligation for the WTO
Members to implement its provisions through the method of their choice.>® Proof of this is
found in the lack of common terminology in this area and the significant divergences in the

modes of protection.>* While many countries have inserted the TRIPS definition of GIs in their

47 Watal (n31) 268.

48 Gangjee, Relocating the Law of Geographical Indications (n14) 238.

49 Giovannucci and others (n4) 51.

50 Gangjee, Relocating the Law of Geographical Indications (n14).

51 WIPO, ‘The Definition of Geographical Indications” October 2002 (SCT/9/4) 4.

52 Watal (n31) 264.

53 TRIPS, Article 1.1.

54 D. Vivas-Eugui and C. Spennemann, ‘The Treatment of Geographical Indications in Recent Regional and Bilateral Free Trade Agreements’
in M.P. Pugatch (ed.), The Intellectual Property Debate: Perspectives from Law, Economics and Political Economy (Edward Elgar,
Cheltenham, 2006); M. Blakeney, ‘Proposal for the International Regulation of Geographical Indications’ (2001) 4 JWIP 629.
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legislation,>® the WTO identified no fewer than 23 distinct definitions of GIs at the national
level.>® Besides, considering the two-tiered system of regulation of TRIPS, some countries
have decided to uniformly provide an absolute protection for all GIs, irrespective of the product

1,8 whereas others have translated these two levels of

sector, for instance India’’ and Brazi
protection in their domestic system through special laws for wines and spirits, like the USA>’

and Australia.®®

Generally speaking, implementation approaches fall within four legal categories!: (1)
regulations focusing on business practices, including unfair competition, consumer protection
and passing off; (2) collective and certification marks; (3) sui generis registration systems that
acknowledge Gls as a distinct category of right; and (4) administrative schemes, when Gls are
used on goods which marketing is subject to an authorization procedure, such as for wines and

spirits whose sale is regulated in many countries.

Among these approaches, the sui generis system, which is strongly promoted by the European
Union (EU), and the common-law approach based on the trade mark system, which is at the
heart of the US philosophy, have emerged as the two main institutional approaches to protect
GIs.92 In 2009, among the 167 countries that actively protect Gls, 111 countries made use of
sui generis systems, while 56 countries relied on the trade mark system.®® These two
approaches will be the focus of this research. The choice of one means of protection over
another reflects different historical developments®* as well as ‘divergent expectations about the
communicative work these signs are supposed to do and the ensuing scope of protection’.%> As
seen above, source identification is a crucial communicative function of both regimes. This
thesis will show how this function operates in various ways and through different circuits. Yet,

various means of protection can coexist in the same country and apply to different categories

55 WIPO (n51) 4.

56 WTO, ‘Review under Article 24.2 of the Application of the Provisions of the Section of the TRIPS Agreement on Geographical Indications’
November 2003 (IP/C/W/253/Rev.1).

57 The Geographical Indications of Goods (Registration and Protection) Act, 1999, No 48, Chapter 11, Section 9.
58 Law 9.279 of May 1996 (Industrial Property Law), Title IV.

59 Federal Alcohol Administration Act, 27 U.S.C. § 205.

60 Australian Wine and Brandy Corporation Amendment Act 2010, No. 98.

61 O’Connor (nl); UNCTAD-ICTSD (n42).
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63 Giovannucci and others (n4).

64 O’Connor (nl) 67.

65 Gangjee, Relocating the Law of Geographical Indications (n14) 4.
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of products. For example, in Australia, Canada and the USA, protection of GIs for all products
is usually ensured through collective and certification marks. However, wines and spirits are
protected under a sui generis system.°® In the EU, sui generis legislation for the protection of
GIs for agricultural products and foodstuffs,®” wines,’® and spirits®®, operates along the EU
regulations on the European Union Trade Mark’® and unfair business-to-consumer commercial

practices in the internal market.”!

Both protection systems have consequences for GI registration, monitoring and enforcement
processes. Countries that have adopted a sui generis system generally consider GIs as common
goods or public goods that belong to the state. Their protection, based on a public or
administrative act, usually relies on a formal registration process that goes beyond the
minimum standards of protection of TRIPS.”? This process typically requires that a clearly
identified link between the good’s origin and its quality, characteristics and/or reputation
should be detailed in collectively framed mandatory specifications documented in a Code of
Practice (CoP). As such, GIs are protected as long as the conditions for their protection are met
and the costs associated with the administration, inspection and enforcement of their protection
are usually borne by a government agency.’® The most prominent example is the EU sui generis

legal framework, which largely derives from the French system of appellations d’origine.”

By contrast, countries that do not consider GIs as a distinct [PR usually protect them as
(registered or unregistered) collective or certification marks.’”> For instance, in the USA, Kona
coffee and Idaho potatoes are registered as a certification mark while Cognac is protected as

an unregistered certification mark. Unlike sui generis systems, collective and certification

66 OECD (nl1) 12.

67 Council Regulation (EC) 510/2006 of 20 March 2006 and Regulation (EU) 1151/2012 of the European Parliament and of the Council of
21 November 2012 on quality schemes for agricultural products and foodstuft .

68 Council Regulation (EC) 479/2008 of 29 April 2008 on the Common Organisation of the Market in Wine.
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indications of spirit drinks.

70 Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the European Union trade mark.

71 Directive 2005/29/EC of the European Parliament and of the Council of 11 May 2005 concerning unfair business-to-consumer commercial
practices in the internal market.

72 Correa (n36) 221.
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75 D. Gervais, ‘A Cognac after Spanish Champagne? Geographical Indications as Certification Marks’ in J.C. Ginsburg and R. Dreyfuss
(eds), Intellectual Property at the Edge (CUP, 2014) 130.
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marks are private property rights not necessarily originating in governmental initiatives,’®
which do not usually require strict conditions as per the link between the product and its
geographical origin. Indeed, while both marks are signs that serve to distinguish specific
characteristics of the goods or services, their owner is free to define which specific conditions
must be met by the users. The user regulations may include evidence of a link between the
good and its geographical origin, but only if the owner wishes so. As Martin argues, ‘[t]he
requirements applied to certification marks are much simpler than those applied to GIs which
are much more precise when demanding that the particular characteristics of a product or its
reputation are tied to a determined geographic area’.’’ In contrast to sui generis systems,
collective and certification marks have to be renewed after a certain period of time, upon the
payment of renewable fees, and all monitoring, inspection and implementation costs are borne
by the right-holders, except for certification marks which often involve the government or

another authorized party.”

1.1.3 The politicisation of GIs

Far from being a strictly legal debate, the protection of Gls has become political with the
emergence of a relatively recent narrative, based on a terroir paradigm, that posits GIs’ ability
to foster rural development’® and preserve cultural and natural heritage® in favour of enhanced
protection pursuant to the TRIPS Article 23.1 standards within a sui generis i.e. registration-
based protection scheme.®! The terroir approach, championed by the EU, anchors geography,
including the cultural, social and environmental values embodied therein, at the very heart of
GIs.* In claiming that ‘Gls are key to EU and developing countries cultural heritage, traditional

methods of production and natural resources’,* the EU argues that GIs are not just an IPR that
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economically benefits producers and facilitates consumer choice. They can also serve as a
multifunctional development tool to foster the objectives of the public policies concerned if
associated with adequate proprietary-type protection and well-designed CoPs.®* In contrast, the
USA and its allies perceive sui generis protection as a form of disguised protectionist tool that

would disrupt existing legitimate marketing practices.%

Considering the socio-economic, environmental and cultural issues involved, this ‘war on
terroir ® is not just a matter of protecting signs. It is also a political dispute about different
paradigms with respect to which functions GIs should play in relation to trade concerns,
agricultural policies, and cultural and environmental issues.®” Unlike other IPRs, the dispute
over Gls does not reflect a North-South divide but rather a conflict between emigrant and
immigrant countries.®® A strong majority of emerging and developing countries, whose GI-
related interests lie in goods other than wines and spirits, join the EU in supporting enhanced
standards for GI protection. These include Bangladesh, Cuba, India, Kenya, Morocco, Nigeria,
Pakistan, Sri Lanka, Tunisia, Turkey and Venezuela.’* According to the World Bank, the
comparative advantage that developing countries have in agricultural products, processed
foods and beverages makes GIs particularly attractive to these countries.”® Conversely, a
number of Latin American countries including Argentina, Chile, Guatemala, Paraguay and
Uruguay, oppose the extension of the GI protection amid fears that enhanced protection would
disrupt existing legitimate marketing practices.”! They worry that emigrants using skills
brought from their countries of origin to manufacture similar goods protected by a GI in their

home country would be denied the right to use the GI-protected name.?
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Showing the positive externalities of GIs is thus an important political issue with commercial
and legal implications. At stake is the extent to which the EU may strengthen its case at the
WTO by putting forward empirical evidence that a public policy approach to GIs contributes
to development objectives. Put differently, if it is proved that the promises of GIs are based on
real benefits, then the ‘evangelical role of the European Union in popularising’®? its terroir
narrative would not be ‘simply the projection of a Eurocentric approach to culture’.”* Neither
would it lead developing countries to waste their time and limited resources in ‘chasing an
illusive dream’.”> The true potential of GIs would open up promising prospects for fostering
development while providing the EU with a sound justification for strengthening the
international legal protection of GIs. Caution is, however, advisable when burdening GIs with
hopes and expectations. Not only is empirical data lacking, especially from developing
countries,”® but the empirical research that has been carried out to date has also led to
inconclusive results as to the welfare effects of Gls, even in Europe, where impacts vary on a

case by case basis.”’
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1.2 Research questions and methodology

1.2.1 Research questions and hypotheses

This research is concerned with the apparent tensions between the ferroir and the trade mark
approaches to protecting GIs. It seeks to understand the extent to which the creation process,
the operation and the effects of GI initiatives established according to these two approaches
differ in light of the broader socio-economic and institutional context for each approach. In
doing so, this research project aims to provide new empirical data and new perspectives to the

ongoing international legal dispute over GIs. It asks: what makes GIs work in practice?

To this aim, four main research questions are investigated as follows:

(1) why is the GI protection process initiated and what objectives are associated with GI
protection?

(i1) how are GI initiatives established and how do they operate under both approaches?

(ii1) what factors influence the use and economic value of GIs on the market — or their lack of
use?

(iv) what factors contribute to the ability of GIs to create non-economic effects?

The research questions require us to reconsider the aims of GI regulation, by scrutinising the
creation process, the functioning and the effects of GI initiatives operating under different legal
systems. The main argument is that the significance of the distinction between the two types
of legal protection varies greatly depending on the institutional context in which the GI
initiatives are embedded and that the differences between the sui gemeris and trade mark
approaches can be greatly reduced in practice. Besides, I argue that the type of legal protection
is often not enough to drive the value and benefits of Gls, except in countries where the sui
generis system enjoys a special status. Legal protection per se is, however, irrelevant in
instances where local producers cannot participate meaningfully in these initiatives. To unpack

this argument, the following hypotheses are suggested.
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(i) The integration of GI schemes with other regulatory interventions and requirements

According to my first hypothesis, GI schemes are affected by, and integrated with, other
regulatory interventions and requirements. By looking beyond formal GI law to relocate it
within a wider system of regulatory interventions, this thesis contributes to a regulatory theory
which rejects the conventional rules-based definition of regulation as a set of formal rules
adopted and enforced by the state only, as developed by Drahos in the book Regulatory Theory,
Foundations and Applications.”® Drawing on regulatory pluralism which embraces an array of
regulatory forms and interventions other than state law and policy,” this book shows that
regulation has evolved to encompass new forms of formal and informal norm-making. These
include, among others, social and customary norms, cultural conventions, beliefs and symbolic
meanings, economic forces and entrenched business practices, which may have an equal, if not
greater, impact on people’s conduct. The state still plays an important role in regulation but as
one rule-maker among many others within a network of regulation. This wider definition of
regulation allows us to engage with processes of change and capture the empirical richness of
regulatory activity to produce thick descriptions of specific regulatory systems at play in certain
contexts. This is a particularly important point in this thesis as I consider how the effects of GI
initiatives result not only from formal GI law but from a much wider set of regulatory

interventions located at different levels and defending varied interests.

(ii) The significance of the distinction between the zerroir and the trade mark approach

My second hypothesis considers that the significance of the distinction between the two types
of legal protection varies greatly depending on the institutional context in which the GI
initiatives are embedded. In countries that have a long tradition of protecting Gls through a sui
generis system, the two legal approaches are totally independent from one another and
significantly different from each other. In particular, the statutes governing the two regimes
usually involve different processes for the creation and operation of the initiatives. The sui
generis system typically provides for more stringent requirements as per the definition of the

link to origin, the quality control systems and the roles of local stakeholders as well as public

98 P. Drahos (ed.), Regulatory Theory, Foundations and Applications (ANU Press, 2017).
99 N. Gunningham and D. Sinclair, ‘Regulatory pluralism: Designing environmental policy mixes for environmental protection’ (1999) 21

Law & Policy 49.
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authority, among others. In these countries, the sui generis system can potentially lead to higher
economic benefits for producers, when compared with the trade mark system, owing to the fact
that it enjoys a special status that is sought after by distant consumers. The distinction between
the two regimes and between their effects is, however, much less obvious in countries whose
processes for the establishment and implementation of both regimes show strong similarities
and where legal structures have a very subordinate role. I further argue that, even in countries
where there is a clear distinction between the ferroir and trade mark approach, the type of legal
protection fails to fully explain the non-economic effects of GIs outside the market. This is
because those effects are largely mediated by the rules governing the product, found within the
product specification, as well as by other non-legal factors such as the market and the

stakeholders’ social, cultural and environmental awareness.

(iii) Producers’ participation and collective action

My third hypothesis suggests that the establishment and use of GIs on the market encourages
collaboration among producers and other local stakeholders, which further contributes to

generate spillover effects outside the market.

This proposal builds on collective action theory that has been developed in the context of Gls
to study the actions undertaken by groups of local producers involved in GI initiatives to
achieve shared economic and non-economic objectives. As contended by the economists
Belletti and Marescotti,'? GI products have a strong collective dimension derived from their
close ties with places of origin. The elaboration of local products typically relies on the local
resources, knowledge, skills, history and culture of a community of operators within a specific
geographical area. The formulation, control and observance of the rules of production of the
GI product requires the mobilisation and collaboration of local stakeholders along the value
chain to build and maintain consumer trust. Collaboration among local stakeholders is also
needed for the implementation of collective marketing activities to strengthen the reputation of
the product on the market and for the prevention of free-riding and individual opportunistic
behavior within the collective. This reflects the economic approach to collective action. From
a non-economic perspective, Belletti and Marescotti argue that, when local stakeholders invest

collectively in the preservation of the cultural and natural resources that are essential to the

100 G. Belletti and A. Marescotti, ‘Link Between Origin Labelled Products and Rural Development’ (Dolphins Final Report, WP3, 2002).
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distinctive character of the GI product including, for instance, traditional methods of
production and cultural practices, plant varieties and breeds, GlIs can bring about territorial
development dynamics.!”! The use of collective action theory is relevant to this thesis as I
explore the factors promoting or hindering producers’ participation, collaboration and use of
the GI labels, including the relationship between legal processes, collective action and the

effects of GI initiatives.

(iv) The role and value of formal legal protection

My last hypothesis posits that formal legal protection is irrelevant in some contexts, typically
where individual and community needs take precedence over the legal and economic value of
GIs. This suggests the importance of looking closely at the interests and priorities of local

producers.

In seeking to understand why GI legal protection is sought and what it means to local producers
in the everyday life, this thesis engages with scholars who have looked at IP from socio-legal
and anthropological perspectives. There is a rich literature on how social networks prevail
where formal institutions are weak and how creative industries develop with no or little
protection from IP law — what has been described by Raustiala and Sprigman as ‘IP’s negative
space’.1%2 Of particular relevance to this thesis is the work of Murray, Piper and Robertson in
Putting Intellectual Property In Its Place: Rights Discourses, Creative Labor and the
Everyday. ' In this seminal book, the authors stress the limited relevance of legal IP
institutions in some cultural contexts of creative activity, thereby challenging the conventional
utilitarian and economic theories of IP. As they explore various creative contexts, the authors
show that creative and innovative practices within communities are contingent on time and
place. The authors’ attention to cultural, professional, economic, and ideological
circumstances, including personal desires and community needs, to explain the effects of
creative activity rather than by the law itself, has been of great influence in developing my own

grids of analysis.

101 G. Belletti and A. Marescotti, ‘Origin products, geographical indications and rural development’ in E. Barham and B. Sylvander (eds.),
Labels of Origin for Food: Local Development, Global Recognition (CAB International, 2011) 75.

102 K. Raustiala and C. Sprigman, ‘The Piracy Paradox: Innovation and Intellectual Property in Fashion Design’ (2006) 92 Virginia Law
Review 1687, 1764. See also E. Rosenblatt, ‘A Theory of IP’s Negative Space’ (2011) 34(3) Columbia Journal of Law & the Arts 317.

103 L.J. Murray, S.T. Piper and K. Robertson, Putting Intellectual Property in Its Place: Rights Discourses, Creative Labor, and the Everyday,
(OUP, 2014).
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1.2.2 Comparative case study approach

This research is based on a comparative case-study based approach, which is critical for
understanding whether, how and why the complex, context-specific conditions in which GI
initiatives are embedded, influence their creation processes, practical operation and socio-
economic effects.!% The ability of case studies to explain how causal processes and interactions
operate is typically associated with the rich, nuanced and complex data set that they can capture
through their propensity to use a combination of methods.!% As such, case studies allow for
explanatory analysis,!°® which is most appropriate to address how and why questions.!”” A
comparative case study strategy is thus well-suited for the needs of this research project. Case
studies were selected purposively and strategically based on consideration of the issues of
importance to this project, i.e. the type of legal protection and the characteristics of the contexts

in which GI initiatives are embedded.!®

The choice to investigate GI initiatives in France and in Vietnam was made for three main
reasons. First, both countries associate GIs with economic and non-economic objectives, which
permits an investigation of the effects of GI initiatives against the expectations associated with
them. Second, both France and Vietnam protect Gls through both trade marks and sui generis
systems, which has enabled the study in each country of at least one product protected through
each system. Third, considering France and Vietnam’s contrasting levels of socio-economic
development and institutional settings, the choice of these two countries makes it possible to

explore the influence of the social and institutional context in which GI initiatives are

embedded.

>109 _ was made in such

The selection of the Gl initiatives — which represent the ‘unit of analysis
a way as to cover a wide range of types of GI products according to two criteria: (1) the category
of product and (2) the type of legal protection. Considering that GlIs can be used for five

categories of products, including agricultural products, foodstuffs, handicrafts, wine and spirit

104 R K. Yin, Case study research : design and methods (Sage Publications, 2003) 13.

105 Perri 6 and C. Bellamy, Principles of methodology: research design in social science (SAGE, 2012).

106 A. Bryman, Social research methods (OUP, 2004).

107 Yin (n104) 1.

108 U. Flick, E. Kardorff and I. Steinke, 4 companion to qualitative research (SAGE Publications, 2005) 150.
109 Yin (n104) 22.
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drinks, and industrial products,'!? the aim of the first criterion was to ensure that at least one
product was selected in each category of products for each country whenever possible, except
wines and spirits. This category was excluded from the scope of this research because wine
and spirit drinks are protected under a special regime at both the international'!! and European

levels,!!?

which would have distorted the analysis. It should also be noted that there is no known
example of Gls for an industrial product in Vietnam, hence the selection of an industrial
product case study in France only. Finally, for the purpose of this project, and to clarify the
product classification, agricultural products are considered as agricultural commodities that
have undergone little or no processing, while foodstuffs are understood as resulting from the

processing of unprocessed products.

Under the second criterion, at least one product protected by a trade mark and one product
protected by a sui generis system have been chosen in each country, taking into account that
the EU sui generis legislation for Protected Denominations of Origin and Protected

Geographical Indications (PDO/PGIs) for agricultural products and foodstuffs!'!3

applies in
France. Considering that what differentiates PDOs and PGls is the intensity of the link to the

area of origin, it was useful to select at least one PGI and one PDO product.

Following these criteria, a total of twelve cases were selected (Table 1.1), including seven
products in Vietnam and five in France. The slightly higher number of case studies in Vietnam
is explained by the longer uninterrupted period spent in Vietnam (four months in total), as

compared with the shorter return trips made to France, which is easier to reach from London.

110 WIPO, ‘Frequently Asked Questions: Geographical Indications — For what type of product can geographical indications be used?’
<http://www.wipo.int/geo_indications/en/faq geographicalindications.html> accessed 26/07/2018.

111 TRIPS, Article 23.

112 Regulations (EC) (n68 and 69).

113 Council Regulations (n67).
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Table 1.1

List of product case studies with year of protection

(i) France

Collective mark

Certification mark

Sui generis protection

Green lentils from Berry (1998)

Agricultural
produc Bouchot mussels from Mont-St-Michel
Bay (2006; 2011)*
Foodstuff Pélardon cheese (2000; 2001)*
. Marseille soap
Handicraft (2012)
Industrial Wood from the
Alps
product 2013)

* The two dates correspond to the protection at the French and European levels, respectively.

(i1) Vietnam

Collective mark

Certification mark

Sui generis protection

Sticky rice from

Agricultural Pong Triéu Star anise from Lang Son (2007)
product (2013)
H’mong beef from Vermicelli from
Foodstuff Cao Bang Binh Liéu Fried calamari from Ha Long (2013)
(2011) (2013)
Pottery from Dong )
Handicraft Tri€u Conical hat from Hu¢ (2010)
(2012)
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Map 1.1

Location of the French case studies
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Map 1.2

Location of the Vietnamese case studies
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1.2.3 Methods of data collection and analysis

In line with the case study approach, a variety of methods were used to generate data. Primary
data were collected through a combination of semi-structured interviews and direct
observations. The selection of the respondents was done according to a purposeful sampling
method,!'* which is admittedly not statistically representative, but rather strategically based on
the presence or absence of specific characteristics, roles, knowledge and experience that are
relevant to the research project.!'> Interviewees included the four following categories of
individuals: (1) public authorities; (2) farmers, producers and processors; (3) distributors and
traders; and (4) leaders of producers’ associations and cooperatives. These categories are not
equally important in each context. For instance, public authorities play a far more important
role in the management of the GI initiatives in Vietnam than in France, where producers are

much stronger actors than in Vietnam.

The interviews were conducted in Vietnam with the help of a professional translator between
March and May 2014 and in France in February 2014 then from June to October 2014. They
were based on a topic guide that had been designed in advance to collect data and information
that are of most interest to my research project (Annex 3). To update data, I followed up with
phone interviews and e-mail correspondence until July 2018. Overall, I conducted between six
and fourteen interviews for each GI product for a total of 117 interviews. Annexes 1 and 2 set
out the list and codification of interviews in Vietnam and France, respectively. Such codes will

be used for all subsequent references to the interviews.

Fieldwork in Vietnam was greatly facilitated by the French Agricultural Research Centre for
International Development (Centre de coopération internationale en recherche agronomique
pour le développement, CIRAD)''¢ and the Vietnamese Centre for Agrarian Systems Research
and Development (CASRAD) within the research consortium ‘Markets and Agriculture
Linkages for Cities in Asia’ (MALICA).!'” In particular CIRAD and CASRAD not only

assisted me in obtaining my visa and research authorizations in the field, but also greatly

114 M. Patton, Qualitative evaluation and research methods (SAGE, 1990) 169.

115 W.J. Gibson and A. Brown, Working with qualitative data (SAGE, 2009) 56.

116 CIRAD operates under the joint authority of the French Ministry of Higher Education and Research and the French Ministry of Foreign
and European Affairs. It is one of the main development actors working on GIs.

117 More information on the MALICA Consortium can be found at < https://www.malica.org> accessed 27/07/2018.
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facilitated my access to and knowledge of local populations and organisations, thus saving me
a huge amount of time and resources. In France, | was invited to participate in the training
session on Gls (InterGI) co-organised by CIRAD and the Swiss organisation REDD in June
2014."® This training allowed me to interview local actors involved in the Pélardon initiative
together with other participants. As I subsequently collected useful material and conducted
phone interviews with other stakeholders identified during the training, I decided to include
this product as a case study. This explains why there are two PDO products among my case
studies. Later, I was also invited to the InterGI session in September 2014 to present the
Marseille soap case study and organise interviews with some key actors, which usefully
complemented my own personal interviews. Finally, I was invited to participate in the
conference ‘Adding value to local wood from the Alps by guaranteeing its traceability’
organised by the association Bois des Alpes in October 2014. This conference allowed me to
meet the key actors of the initiative and collect data from both the speakers’ presentations and

individual interviews.

In addition, secondary data was generated through document study, including legal and policy
documents, CoPs, registration regulations, charters, evaluation reports, as well as newspaper
articles, documentary and promotional videos and pictures.!!” The employment of various

methods was useful to complement and cross-validate data'?’

— what is commonly called
‘triangulation’. The aim of this strategy was to provide a more comprehensive and unified
picture of the GI initiatives under investigation, while increasing the validity and reliability of
the empirical findings.!?! Each case was analysed individually before comparing them with
and among each other to highlight commonalities and differences. As part of this process,

interview transcripts and document-generated data were coded manually.

118 See details on this programme here: <https://www.cirad.fr/en/teaching-training/available-training/intergi> accessed 20/08/2018.

119 French CoPs are available on the EU’s DOOR online database <http://ec.europa.eu/agriculture/quality/door/list.htmI>. There is no online
register for Vietnamese GIs. The author has personal copies of all the files. It should be noted that the charters of two producers’ associations
(star anise from Lang Son and conical hat from Hué) could not be accessed due to difficult access to documents in Vietnam.

120 A. Bryman, Research Methods and Organization Studies (Unwin Hyman, 1989) 151.

121 Flick, Kardorff and Steinke (n108) 172.
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1.3 General context in France

Regarded as the pioneer of GI protection, France has arguably the oldest, most fully developed
and most influential sui generis protection system in the world.!?? This also inspired the
European law.!?* As already mentioned, the EU and its member countries have associated GIs
with public benefit outcomes, which in turn has justified public intervention through support
policies. Support to promote the use of the PDO/PGI scheme is provided primarily under the

EU’s rural development policy,'?*

known as the Second Pillar of the Common Agricultural
Policy (CAP).!?° The CAP is aimed specifically at developing rural areas, which represent 52%

of the EU territory and more than 46 million jobs with a population of 113 million people.'?¢

Both France and the EU have been actively engaged in promoting sui generis protection of Gls
around the world. For example, the French Development Agency has provided support for the
2010-2013 PAMPIG project (Projet d’Appui a la Mise en Place d’Indications Géographiques),
now in its second phase of implementation until 2021,'2” which aims to support members of
the African Intellectual Property Organisation in implementing and protecting Gls. France has
also funded the 2013-2018 Trade Capacity-Building programme aimed at protecting and
promoting local products, including through GIs, in member countries of the Association of
Southeast Asian Nations (ASEAN).!28 At the European level, the main strategy has been to

129

foster the protection of GIs through bilateral agreements'~” and the provision of technical and

financial support to promote IPRs, including GIs.!*° For instance, the EU has concluded Free-

122 O’Connor (nl) 165.

123 G. Allaire, F. Casabianca and E. Thévenod-Mottet, ‘The geographical origin, a complex feature for agro-food products’ in E. Barham and
B. Sylvander (eds.), Labels of Origin for Food: Local Development, Global Recognition (CAB International, 2011) 1.

124 European Commission, The EU Rural Development Policy 2007-2013 (European Commission, Fact Sheet, 2006) 12
<https://ec.europa.eu/agriculture/publi/fact/rurdev2007/2007_en.pdf> accessed 25/07/2018.

125 European Commission, ‘The common agricultural policy at a glance’ <https://ec.europa.eu/info/food-farming-fisheries/key-
policies/common-agricultural-policy/cap-glance en> accessed 24/07/2018.

126 European Commission, ‘Rural Development in the EU, Statistical and Economic Information’ (Report, European Union, December 2013)
52 < https://ec.europa.eu/agriculture/sites/agriculture/files/statistics/rural-development/2013/full-text_en.pdf> accessed 02/09/2018.

127 See the description of the project here: <https://umr-innovation.cirad.fr/en/projets/pampig-2> accessed 25/07/2018.

128 See the description of the project here: <https://www.tresor.economie.gouv.fr/Ressources/13533_le-financement-de-projets-de-
valorisation-des-indications-geographiques-dans-les-pays-de-1-asean-par-le-prcc> accessed 25/07/2018.

129 D. Marie-Vivien, D. Sautier and E. Biénabe, ‘Bilateral agreements for geographical indications: the evaluation ‘of the local by the local’?’
(XXV ESRS Congress, Florence, Italy, August 2013). The list of European Trade Agreements is available here:
<http://ec.europa.eu/trade/policy/countries-and-regions/negotiations-and-agreements/> accessed 26/07/2018.

130 European Commission, ‘Main IPR related technical assistance programmes’ <http://trade.ec.europa.eu/doclib/press/index.cfm?id=328>

accessed 24/07/2018.
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Trade Agreements (FTAs) with South Korea,'*!' Colombia and Peru,'3? Singapore,'*? and
Vietnam,'** among many others. In Asia, it has funded the EU-ASEAN Project on the
Protection of Intellectual Property Rights (ECAP project)!* and the EU-Vietnam MUTRAP
project (European Trade Policy and Investment Support Project),!3® which both have a GI

component.

1.4 General context in Vietnam

After gaining independence from France in 1954, Vietnam became a politically unified country
under a Communist government in 1975 at the end of the so-called Vietnam War. With the
introduction in December 1986 of a set of reforms known as doi moi (renovation), Vietnam
gradually deregulated and liberalised the economy to create a socialist-oriented market
economy.'?” As part of these reforms, new agricultural development policies dismantled rural
collectives, assigned land rights to farmers,!*® and liberalised agricultural markets with a focus
on cash crops (for instance rice, coffee, rubber, cashew nut and pepper), thereby putting an end
to previous self-sufficiency policies.!* To support the reform process, decentralization policies

were also adopted. !4

Despite Vietnam’s strong economic growth in the past decades, 20.7% of the population still

lived below the poverty line in 2010, including 27% in rural areas and 6% in urban areas, and

131 Free Trade Agreement between the European Union and its Member States, of the one part, and the Republic of Korea, of the other part
[2011] OJ L 127/6.

132 Trade Agreement between the European Union and its Member States, of the one part, and Colombia and Peru, of the other part [2013]
EC/CO/PE/enl.

133 Free Trade Agreement between the European Union and the Republic of Singapore [negotiations finished in April 2018 — awaiting
signature].

134 Free Trade Agreement between the European Union and the Socialist Republic of Vietnam [negotiations finished in June 2018 — awaiting
signature].

135 See the description of the project here: <http://www.ecap3.org/about/ecap-project-overview-1993-2016> accessed 24/07/2018.

136 See the description of the project here: <http://mutrap.org.vn/index.php/en/about-eu-mutrap-2> accessed 24/07/2018.

137 T.G. MacAulay, S.P. Marsh and P. Van Hung (eds.), Agricultural Development and Land Policy in Vietnam (Australian Centre for
International Agricultural Research, Monograph 126, 2007) 14.

138 M. Kirk and N.D. Anh Tuan, ‘Land-Tenure Policy Reforms, Decollectivization and the Doi Moi System in Vietnam’ (2009) IFPRI
Discussion Paper, 1 <http://www.ifpri.org/publication/land-tenure-policy-reforms> accessed 03/09/2018.

139 C. Durand and S. Fournier, ‘Can Geographical Indications Modernize Indonesian and Vietnamese Agriculture? Analyzing the Role of
National and Local Governments and Producers’ Strategies’ (2017) 98(C) World Development 91, 93.

140 A. Fforde, ‘Decentralization in Vietnam-working effectively at provincial and local government level. A comparative analysis of long an

and Quang Ngai provinces’ (Report prepared for the Australian Agency of International Development, 2003).
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8% of the population is extremely poor.'*! Besides, Vietnam’s 53 ethnic minority groups, who
make up less than 15% of the population, accounted for 47% of the poor in 2010, up from 29%
in 1998.142

Vietnam is still governed by a single party, the Communist Party of Vietnam (CPV), and its
administrative system is divided into four levels: Central, Provincial, District, and Communal
level. As of July 2018, it has 63 administrative units at provincial level (58 provinces and 5
centrally-run cities), 713 districts and over 11,000 communes.'®* All three sub-central
administrative levels are governed by a representative body, the People's Council, and an
executive body, the People's Committee, which is composed of Departments that mirror the
missions and duties of the central Ministries.!** The effects of decentralisation have so far been
limited. Central units still maintain control and decision-making powers, while there remain
inconsistent institutions, unclear mandates and tasks of both central and local authorities, and

inefficient operation styles and manners.!+

France’s colonial legacy in Vietnam has translated into a strong cooperation between the two
countries, including as regards Gls. As such, France has supported the development of the
Vietnamese legislation on GIs since 1995. In late 2015, France also launched a three-year
project to support the development of Vietnamese GIs for a total budget of US$1.3 million.'46
Vietnam has also signed bilateral agreements to protect Gls, including the EU-Vietnam
Framework Agreement on Comprehensive Partnership and Cooperation of October 2012. This
Agreement led to the conclusion of the EU-Vietnam FTA of December 2015'7 under which

39 Vietnamese GIs are protected in the EU and 171 European GIs are protected in Vietnam.!43

141 According to the updated GSO-WB poverty line for 2010 (US $2.26 per person per day, 2005 PPP). World Bank, ‘Well Begun, Not Yet
Done: Vietnam’s Remarkable Progress on Poverty Reduction and the Emerging Challenges’ (Vietnam Poverty Assessment, World Bank,
2012) 3.

142 ibid 5.

143 Vietnam Law and Legal Forum, ‘Current local administration system in Vietnam’ <http://vietnamlawmagazine.vn/current-local-
administration-system-in-vietnam-6058.htm1> accessed 25/07/2018.

144 ibid.

145 J. Acuia-Alfaro (ed.), Reforming public administration in Vietnam, Current situations and recommendations (UNDP, The National
Political Publishing House 2009) 5-6.

146 See the description of the project here: <https://www.afd.fr/fr/soutenir-le-developpement-des-indications-geographiques-protegees-au-

vietnam-programme-prcc> accessed 26/07/2018.

147 See the news archive on the EU-Vietnam FTA here: <http://trade.cc.europa.eu/doclib/press/index.cfm?id=1437> accessed 24/07/2018.
148 The list of GIs being protected under the EU-Vietnam FTA is available here:
<http://trade.ec.curopa.cu/doclib/docs/2016/february/tradoc_154223.%20institutional%20-%20G1s%206.5a3%206.1 1wg%20rev2%20-
%20for%20publication.pdf> accessed 24/07/2018.
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1.5 Structure of the thesis

This thesis is organised into six substantive chapters.

Chapters 2 and 3 provide an analysis of the legal frameworks for GIs in France in Vietnam,
respectively. Without providing a full and detailed study of the sui generis and trade mark
protection systems that apply in both countries, these chapters highlight those features that are
of most interest to this research. Unlike in France where protection of GIs has matured for over
a century out of a long process that was initiated by local producers, the legal framework for
GIs in Vietnam is fairly recent and was led by state authorities. The state-driven, top-down
approach of Vietnam to Gls sharply contrasts with the bottom-up system of GI protection in
France, where local producers have a pivotal role in initiating and managing the initiatives.
Both approaches have significant consequences on the establishment and operation of GI

initiatives, as will be discussed in the subsequent chapters.

Chapters 4-7 are chapters detailing and analysing empirical findings. Chapter 4 explores the
actors’ strategies and collective dynamics in all twelve case studies. The establishment and
management of GI initiatives involve collective action dynamics that have emerged as critical
factors for directing their effects. By presenting the environment and characteristics of the
twelve products through narrative accounts, this chapter will first show how the genesis of the
initiatives stems from different motivations and interests attached to the legal protection of GIs.
It will then turn to the implementation process of the GI initiatives with a focus on the creation
process and the internal structure of GI collectives. By connecting the legal rules around GI
recognition with the way in which collective action of local stakeholders is given the space to
develop, it will highlight their contrasting active/passive roles in the decision-making processes

involved within the GI initiatives in France and Vietnam.

Drawing upon the six case studies where the use of origin labels on the marketplace can be
observed, Chapter 5 analyses the factors influencing the value of GIs on the market and the
economic benefits derived from them. It first explores the ways in which the reputation of
origin products was successfully established on the marketplace, both before and after the
labelling processes. This chapter subsequently analyses the effects of GIs on consumer demand
and production capacity. In particular, it will show that, while consumer demand for the six

products has generally increased, the potential of the initiatives to match supply and demand
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depends not only on their growth capacity and dynamism but also on the market environment
and institutional context in which they are developing. Finally, in analysing commercial
approaches and marketing strategies, this chapter argues that the types of marketing channels
not only impact on the commercial value of GIs and the economic benefits derived from their

use, but further that they do not impact in the same way across the initiatives.

Chapter 6 focuses on the six products for which the origin label has been either entirely or
relatively unused despite a formal registration having taken place; whose name has been largely
associated with goods that do not correspond to the ‘genuine’ product; and/or whose
manufacturing according to the traditional methods of production is very limited, if at all.
While a range of reasons contribute to explain such ‘GI failures’, this chapter seeks to identify
the key factors that impact negatively on the producers’ willingness or capacity of using the
origin labels and/or producing the traditional product. It will suggest that GIs fail to engage
and foster the interest of local producers in using the origin labels when the communication
function of GIs on the market is undermined; when local producers lack economic incentives
to adhere to the initiative; and when products lack reputation on the end markets due to the

nature and structure of marketing channels.

Chapter 7 explores the effects of Gls outside the market and seeks to disentangle the factors
involved therein. It first analyses the dynamics of territorial development that have derived
from the GI initiatives before examining the extent to which GIs have contributed to the
preservation of cultural heritage and the protection of biodiversity. This chapter will show that
the impacts vary greatly across the initiatives depending on each specific context as well as a
range of factors found at the producer/initiative, market and state levels. These findings suggest
the need to develop a dynamic understanding of GIs and consider both the functioning of the
initiatives at the local level, including formal rules and informal constraints, and the broader
commercial and institutional context in which the GI initiatives are operating. It will argue that
legal protection is not a sufficient condition to bring about effects outside the market, and that
the type of legal protection is not necessarily a relevant factor. These findings contribute to

challenge the EU’s assumption of the positive externalities of sui generis protection of Gls.
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Legal framework for the protection of GIs in France

This chapter provides an overview of the French legal framework for the protection of GIs with
a focus on the sui generis and trade mark systems. As seen in Chapter 1, these regimes have
emerged as the two main institutional approaches to protect Gls. In describing and contrasting
the main features of each regime, this chapter aims to provide the necessary basis for discussion
of the impact of the law on the creation process, operation and likely effects of the French GI
initiatives under study. This legal study is thus particularly important to the analysis of our
empirical findings in Chapters 4-7 that will expose the interpretation and the effects of the law

in practice.

In France, the sui generis protection system has traditionally played a much more significant
role in the protection of GIs than the trade mark system. The French sui generis law, regarded
as the oldest and most influential system of GI protection,! has derived from a long, drawn-out
process first designed to fight against the increased levels of fraudulent and artificial wines
following the phylloxera epidemic at the end of the nineteenth century.? This chapter focuses
on the existing law only, not the history of French legislation, which goes beyond the scope of
this thesis. In particular, the chapter looks at those characteristics that are of most interest to
this research project, making references to historical developments whenever useful. A second
limitation relates to the type of products. This chapter considers agricultural products,
foodstuffs, and industrial and artisanal products only, thereby excluding the study of the

regulations on wines and spirits that are outside the scope of this study.

1 B. O’Connor, The Law of Geographic Indications (Cameron May, 2004) 165.
2 For a detailed study of the French history of wine quality regulations see G. Teil, ‘Protecting Appellations of Origin: One Hundred Years of
Efforts and Debates’ in W. Van Caenegem and J. Cleary (eds), The Importance of Place: Geographical Indications as a Tool for Local and

Regional Development (Springer - Ius Gentium, Comparative Perspectives on Law and Justice n°58, 2017) 147.
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It is important to note from the outset that, in France, while the sui generis system of protection
of GIs must certify the origin of the products, trade marks may be used for that purpose. As
noted by Gangjee, ‘[t]he very act of establishing a separate system to accommodate regionally
specific products indicates that [sui generis] GI regimes are positioned differently from trade
marks and expected to do different kinds of legal work’.®> This chapter will help understand
how. It is divided into two main sections. Section 2.1 will address the sui generis protection

system of GlIs, and Section 2.2 will explore the trade mark system applicable in France.

2.1 Sui generis protection of GIs

The French sui generis system for the protection of Gls provides for three different schemes
due to the coexistence of the French and European legislation.* A brief historical perspective

is useful to disentangle the different regimes at play.’

After successive failed attempts to protect GIs through an administrative® then a judicial
procedure,’ the decree-law of 30 July 1935,8 which constitutes a landmark in the development
of French modern law on GlIs, established the National Institute for Appellations of Origin
(INAO — which became the National Institute of Origin and Quality in 2006). As a unique
public institution composed of both state officials and professionals and operating under the
authority of the French Ministry of Agriculture and Food (MAF), INAO is specifically
dedicated to the recognition, control and defence of controlled appellations of origin

(appellation d’origine controlée - AOCs). AOCs were first granted for wines and spirits® before

3 D. Gangjee, ‘Proving Provenance? Geographical Indications Certification and its Ambiguities’ (2015) 98 World Development 12, 13.

4 As an EU member state, the European law applies in France. While EU regulations and decisions are automatically binding, directives must
be incorporated by member countries into their national legislation.

5 For a comprehensive description of the French sui generis GI system and its historical developments, see N.Olszak, Le droit des appellations
d'origine et des indications de provenance (Tec&Doc, Paris, 2001).

6 Loi du ler aoiit 1905 sur la repression des fraudes dans la vente des marchandises et des falsifications des denrées alimentaires et des
produits agricoles (Law of 1 August 1905 on the repression of fraud in the sale of goods and adulteration of foodstuff and agricultural products)
(5 August 1905) Journal Officiel de la République Frangaise (JO) 210.

7 Loi du 6 Mai 1919 Relative a la Protection des Appellations d’Origine (Law of 6 May 1919 on the Protection of Appellations of Origin) (8
May 1919) JO 4726.

8 Décret-loi du 30 juillet 1935 Relatif a la Défense du Marché des Vins et au Régime Economique de [’Alcool (Decree-Law of 30 July 1935
on the defence of the wine market and the economic regime of alcohol) (31 Juillet 1935) JO 8314 (hereafter, Decree-Law of 30 July 1935).

9 ibid.
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extending to cheeses in 1955!° and all other agro-food and forestry products in 1990.!!
Subsequently, the French AOC legislation inspired European law!? which introduced the
concepts of protected denominations of origin (PDOs) and protected geographical indications
(PGIs) for agricultural products and foodstuffs through the Council Regulation (EEC) 2081/92
of 14 July 1992,'° as repealed by the Regulation (EC) 510/2006'* and Regulation (EC)
1151/2012,% that is in force today [hereafter, Regulation 1151/2012].

Curiously, France is the only EU Member State to still have its own sui generis legislation in
force.!® According to the Court of Justice of the European Union (CJEU), national rules
‘governing the protection of geographical designations which fall outside [the EU’s] scope’
can continue to be applicable.!” Consequently, the French system of AOCs is applicable to
forestry products which are not covered by European law. However, for agro-food products
which fall within the scope of the European law, the French AOC system is a subsidiary and
transitory regime that provides protection on the French territory only until the European PDO
protection is granted.!® Although the concepts of AOCs and PDOs are similar, the concept of
PGI does not relate to any notion in French law. Whereas a PDO/PGI application can be
submitted in France without having to be recognised as a French AOC first, all AOCs must

necessarily be recognised as a PDO.!? If the PDO application is not successful at the European

10 Loi du 28 novembre 1955 relative aux appellations d’origine des fromages (Law of 28 November 1955 on appellations of origin for
cheeses) (30 November 1955) JO 11580.

11 Loi du 2 juillet 1990 relative aux appellations d’origine contrélées des produits agricoles ou alimentaires, bruts ou transformés (Law of
2 July 1990 on controlled appellations of origin for raw or processed agro-food products) (6 July 1990) JO
<https://www.legifrance.gouv.fr/affichTexte.do?cidTexte=JORFTEXT000000167733> accessed 8 July 2018.

12 G. Allaire, F. Casabianca and E. Thevenod-Mottet, ‘The geographical origin, a complex feature for agro-food products’ in E. Barham and
B. Sylvander (eds.), Labels of Origin for Food: Local Development, Global Recognition (CAB International, 2011) 1, 8.

13 Council Regulation (EEC) No 2081/92 of 14 July 1992 on the protection of geographical indications and designations of origin for
agricultural products and foodstuffs <https:/eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:31992R2081 & from=EN> accessed
08/08/2018.

14 Council Regulation (EC) No 510/2006 of 20 March 2006 on the protection of geographical indications and designations of origin for
agricultural products and foodstuffs <https:/eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32006R0510&from=EN> accessed
08/08/2018.

15 Council Regulation (EU) No 1151/2012 of the European Parliament and of the Council of 21 November 2012 on quality schemes for
agricultural products and foodstuff <https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32012R1151&from=EN> accessed
08/08/2018.

16 C. Le Goffic, ‘La protection des indications géographiques en France, dans la Communauté européenne et aux Etats-Unis’ (PhD thesis,

Université Pantheon-Assas Paris 11, 2009) 159.

17 CICE, Assica, Kraft Foods Italia v Associazione fra produttori per la tutela del ‘Salame Felino’ and Others (C-35/13) 8 May 2014
(Unreported) at [28]-[29].

18 Regulation 1151/2012, Article 9.

19 Rural Code and Maritime Fishing Code (hereafter, Rural Code), Article L.641-10.
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level, the AOC protection shall cease.?’ The maintenance of a national title such as the AOC is
thus questionable considering that it changes the substitution intended by the European scheme

into a seemingly overlapping protection.?!

It should be noted that France has the second largest number of PDO/PGI registrations after
Italy. These two countries account for 38% of the total number of PDO/PGIs registered so far.
As of May 2019, France has registered 104 PDOs and 144 PGIs out of a total of 638 PDOs and
749 PGIs currently protected.?

Alongside the French AOC and European PDO/PGI systems, France has recently created a
third scheme with the adoption of a new Consumer Law in March 2014,% implemented by
Decree 2015-595 of 2 June 2015.%* This regime is specifically dedicated to protecting GIs for
industrial and artisanal products (indications géographiques pour les produits industriels et
artisanaux - IGPIASs), which are not (yet) protectable under European law.?> As of May 2019,
eight products have been registered as an IGPIA2% and three applications are pending, including

two for Marseille soap (see below).

For clarity, the French sui generis system for the protection of GIs covers the following
schemes:

1. AOCs for agro-food and forestry products, as protected under French law and defined in
Article 645-5 of the Rural Code;

2. PDOs and PGIs for agricultural products and foodstuffs, as protected at the European level
under Regulation 1151/2012; and

20 ibid.

21 Le Goffic, ‘La protection des indications géographiques’ (n16) 162.

22 European Commission, DOOR database <http://ec.europa.cu/agriculture/quality/door/list.htmI> accessed 16/08/2018.

23 Loi 2014-344 du 17 mars 2014 relative a la consommation (Law 2014-344 of 17 March 2014 on consumers) (18 March 2014) JO 65
<https://www.legifrance.gouv.fr/affichTexte.do?cidTexte=JORFTEXT000028738036&categorieLien=id> accessed 13/08/2018.

24 Décret 2015-595 du 2 juin 2015 relatif aux indications géographiques protégeant les produits industriels et artisanaux et portant diverses
dispositions relatives aux marques (Decree 2015-595 of 2 June 2015 on geographical indications for industrial and artisanal products and
containing various provisions on marks) (3 June 2015) JO 126 <https://www.legifrance.gouv.fr/eli/decret/2015/6/2/EIN11426403D/jo/texte>
accessed 13/08/2018.

25 However, the European Commission has been discussing the issue of GI protection for non-agricultural products since 2011. See European
Commission,  ‘Geographical  indications for  non-agricultural  products’  <http://ec.europa.eu/growth/industry/intellectual-
property/geographical-indications/non-agricultural-products_en> accessed 13/08/2018.

26 These are: siége de Liffol; granit de Bretagne; pierre de Bourgogne; porcelaine de Limoges ; charentaise de Charente-Périgord ; tapis
d’Aubusson ; tapisserie d’Aubusson ; and grenat de Perpignan. See INPI database <https://base-indications-geographiques.inpi.fr/fr/toutes-

les-ig> accessed 21/08/2018.
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3. IGPIAs for industrial and artisanal products, as protected under French law and defined in

Article L.721-2 of the Intellectual Property Code [hereafter, IP Code].

From an institutional point of view, the protection of agricultural products and foodstuffs
(AOCs, PDOs and PGIs) falls within the scope of INAO under the authority of the MAF,
whereas IGPIAs fall within the remit of the National Institute for Industrial Property (INPI)?’
under the authority of the Ministry of Economy and Industry. For Marie-Vivien, this division

leads to a questionable categorisation of GIs depending on the type of products.?®

A number of features that are common to all schemes are seen as useful grounds for analysing
the collective dynamics involved in the creation and operation of GI initiatives and their ability
to generate economic and non-economic effects. These include:

(1) the definition of the link between the product and its geographical origin;

(i1) the choice of the name;

(ii1) the voluntary and collective action of local operators;

(iv) the elaboration of a code of practice (CoP);

(v) quality control mechanisms;

(vi) the right to use;

(vii) the role of public authority; and

(viii) the absolute protection of all signs.

2.1.1 Link to the geographical area of origin

Each scheme provides for a definition of the link between the product and its geographical
origin. AOCs and PDOs require the strongest and most complete link between the product and
its geographical origin, whereas the product/origin nexus involved in IGPIAs and PGIs is more
flexible. The analysis of the definition of the link to origin is particularly relevant to research
questions aimed at examining the factors influencing the economic value of GIs and their non-

economic effects. This is because, as Bramley and Biénabe argue, ‘the stronger the

27 IP Code, Article L.721-3.

28 D. Marie-Vivien, ‘Do Geographical Indications for Handicraft Deserve a Special Regime? Insights from Worldwide Law and Practice’ in
W. Van Caenegem and J. Cleary (eds.), The Importance of Place: Geographical Indications as a Tool for Local and Regional Development
(Springer - Ius Gentium, Comparative Perspectives on Law and Justice n. 58, 2017) 221, 245-246.
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product/origin nexus, the more robust the competitive advantage created by the differentiation
is likely to be’,? providing a greater accessibility to markets and hence generating economic
benefits. Besides, in localising production of goods that often involve labour-intensive
production techniques, the link to origin may also contribute to the preservation and creation
of job opportunities in the different stages of the production processes.*® These aspects will be

dealt with in Chapters 5 and 7, respectively.

According to Article 5.1 of Regulation 1151/2012, PDOs are names identifying products
‘whose qualities or characteristics are essentially or exclusively due to a particular geographical
environment with its inherent natural and human factors; and the production steps of which all
take place in the defined geographical area’ [emphasis added]. This definition has been closely
modelled on French AOCs,*' which also emphasise the importance of both natural factors
(geographical milieu including soil, climate etc.) and human factors (the producers’ know-how,
methods etc.). Through this definition, AOCs and PDOs seek to guarantee a highly distinctive
link between a product and its place of origin — in other words, its terroir connection — from

which the product derives its ‘typicity’.3?

The French concept of zerroir, which has no equivalent term in any other language,’® has been
defined by INAO and the French National Institute for Agricultural Research as ‘a determined
geographical area, defined by a human community, which generates and accumulates along its
history a set of distinctive cultural traits, knowledge and practices based on a system of
interactions between the natural environment and human factors. The know-how involved

carries originality, confers its typical nature, and enables recognition of the goods and services

29 C. Bramley and E. Biénabe, ‘Developments and considerations around geographical indications in the developing world” (2012) 2(1)
Queen Mary Journal of Intellectual Property 14, 23.

30 D. Downes and S. Laird, ‘Community Registries of Biodiversity-Related Knowledge: The Role of Intellectual Property in Managing
Access and Benefit’ (1999) Paper prepared for UNCTAD Biotrade Initiative <http://www.ciel.org/Publications/CommunityRegistries.pdf>
accessed 03/09/2018.

31 According to Article L.115-1 of the Consumer Code, AOCs are ‘the denomination of a country, region or locality which serves to designate
a product originating therein whose quality or characteristics are due to the geographical environment, including natural factors and human
factors’ (‘Constitue une appellation d'origine la dénomination d'un pays, d'une région ou d'une localité servant a désigner un produit qui en
est originaire et dont la qualité ou les caracteres sont dus au milieu géographique, comprenant des facteurs naturels et des facteurs humains’).
32 E. Barham, "'Translating Terroir' Revisited: The Global Challenge of French AOC Labelling" in D. Gangjee (ed.) Research Handbook on
Intellectual Property and Geographical Indications (Edward Elgar, 2016) 46, 66.

33 L. Bérard, ‘Terroir and the Sense of Place’ in D. Gangjee (ed), Research Handbook on Intellectual Property and Geographical
Indications (Edward Elgar, 2016) 72, 84.
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originating from this specific geographical area and thus of the people living within it’.3* As
noted by Le Goffic,> the definitions of AOCs and PDOs, in referring to a geographical
environment including both natural and human factors, are the legal translation of the

geographical concept of terroir.

By contrast, the definition of PGIs does no mention natural or human factors. According to
Article 5.2 of Regulation 1151/2012, PGIs are names attached to products ‘whose given
quality, reputation or other characteristic is essentially attributable to its geographical origin;
and at least one of the production steps of which take place in the defined geographical area’.
This definition, which echoes the definition of GIs provided by TRIPS (see Chapter 1), is very
similar to that of IGPIAs.?® For both qualifications, the product/origin nexus does not derive
from the geographical environment but from the geographical origin. In not requiring the
combination of natural and human factors while accepting reputation as a sufficient ground for
protection, the definitions of French IGPIAs and European PGls allow for a more flexible link
to origin. Further, contrary to PDOs which require that all the stages of production shall take
place in the geographical area, PGIs require that only one stage of the production should take

place in the geographical area.

Historically, the existence of the dual system of PDOs/PGIs at the European level results from
different traditions among the EU Member States.?” While some countries, such as France and
Italy, were attached to the ferroir concept, others, such as Germany and the UK, used simple

indications of origin*® involving a ‘quality-neutral’ link*® between the product and the

34 F. Casabianca and others, ‘Terroir et typicité: propositions de définitions pour deux notions essentielles a I’appréhension des indications et
du développement durable’ (2006) 2 Terroirs viticoles, Actes du VIe Congres International des Terroirs Viticoles 544, 546.

35 C. Le Goffic, ‘L’appellation d’origine, reconnaissance juridique du concept géographique de terroir’ (2007) 358(37) Revue de droit rural
32.

36 According to Article L.721-2 of the IP Code, IGPIAs are ‘the denomination of a geographical area or a specific place which serves to
designate a product other than from the agricultural, forestry, food and fishery sector, originating therein and whose given quality, reputation
or other characteristic is essentially attributable to its geographical origin’ (‘Constitue une indication géographique la dénomination d'une
zone géographique ou d'un lieu déterminé servant a désigner un produit, autre qu'agricole, forestier, alimentaire ou de la mer, qui en est
originaire et qui posséde une qualité déterminée, une réputation ou d'autres caractéristiques qui peuvent étre attribuées essentiellement a cette
origine géographique’).

37 D. Gangjee, ‘From Geography to History: Geographical Indications and the Reputational Link’ in I. Calboli and W.-L. Ng-Loy (eds),
Geographical Indications at the Crossroads of Trade, Development, and Culture in the Asia-Pacific (CUP, 2017) 47-49.

38 D. Gangjee, ‘Melton Mowbray and the GI Pie in the Sky: Exploring Cartographies of Protection’ (2006) 3(291) Intellectual Property
Quarterly 291, 301.

39 C. Correa, Trade Related Aspects of Intellectual Property Rights. A Commentary on the TRIPS Agreement (OUP, 2007) 211.
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geographical origin and which correspond to a ‘minimalist regulation of truth telling’.*°
However, the distinction between PDOs and PGIs may be primarily symbolic, considering that

the registration procedure and the scope of protection are identical, as will be shown below.

The absence of a sui generis protection for industrial and artisanal products at the European
level is traditionally explained by the value attached to ‘a notion of ferroir heavily influenced
by a deterministic understanding of the importance of physical geography inputs’,*! i.e. the
presence of natural factors in the geographical and geological environment from where
products derive their qualities and/or characteristics. As recalled by Marie-Vivien, this strict
interpretation of the link to origin historically results from the monitoring system of wine
production in France.*? Yet it is difficult to reconcile this deterministic approach to terroir with
the greater social and cultural dimensions embodied in artisanal and industrial products,
including the producers’ know-how, skills and practices, especially as these can move outside
the area of origin.** The establishment of the link between an industrial and artisanal product
and its geographical origin thus calls for a new type of terroir connection, which would provide

more space to accommodate human factors and reputation.**

2.1.2 Choice of the name

AOCs, IGPIAs, PDOs and PGIs are formed with appellations that may be names of a country,
region, locality or a specific area,* yet non-geographical names are also eligible for protection
if they have been traditionally used to refer to the geographical origin of the product. For
instance, the name Pélardon does not refer to any geographical area but derives from old names
used in relation to the goat cheese produced in the Cévennes area in the 17" Century, including

‘péraldou’, ‘pélardou’, or ‘pélaudou’. These various names may themselves come from the

40 D. Gangjee, Relocating the Law of Geographical Indications (CUP, 2012) 21.

41 D. Gangjee, ‘Geographical Indications and Cultural Heritage’ (2012) 1(4) The WIPO Journal 85.

42 D. Marie-Vivien, ‘The Protection of Geographical Indications for Handicrafts: How to Apply the Concepts of Natural and Human Factors
to All Products’, 2013 4(2) WIPO Journal 19.

43 D. Marie-Vivien, ‘A comparative analysis of GIs for handicrafts: the link to origin in culture as well as nature?’ in D. Gangjee, Research
Handbook on Intellectual Property and Geographical Indications (Edward Elgar, 2016) 292, 295.

44 Gangjee ‘From Geography to History’ (n37); Marie-Vivien, ‘Do Geographical Indications for Handicraft Deserve a Special Regime?’
(n28).

45 For AOCs: Consumer Code, Article L. 431-1; for IGPIAs: IP Code, Article L.721-2; for PDO/PGIs: Regulation 1151/2012, Article 5.

53



term ‘pebre’ that means pepper and which may relate to the spicy taste of the cheese. As for
the name ‘Berry’, it is the historical name of a French province that existed until the French

Revolution abolished its boundaries in 1790.

Importantly, the names cannot be generic*® as these have become common names identifying
a category of products and, as such, as are no longer understood as indicating the specific origin
of the goods. Although French law is silent on the issue of generic terms, the French
jurisprudence has excluded such names from the scope of protection of AOCs, for instance
‘Moutarde de Dijon’.*” Likewise, the European legislation explicitly mentions that generic
terms shall not be registered as PDOs/PGIs.*® The issue of genericity is particularly important
in the Marseille soap case study. French courts ruled in the 1920s that the name is not an
indication of origin; that it has entered the public domain; and that it has become a generic
appellation that can be used for any product whose composition (and not method of production
or origin) is consistent with the usual practices.*® As a result, no less than sixty-two trade marks
combining the name ‘savon de Marseille’ have been registered by INPI so far — sometimes
even including the qualification ‘traditional’.>® At the time of writing, the protection of the
denomination ‘savon de Marseille’ as an IGPIA is under dispute among three producer
organisations. An important issue that INPI has to solve is to decide whether the name has
become generic and, if not, for which type of product the IGPIA should be granted (see
Chapters 4 and 6).°!

2.1.3 Collective action

The voluntary and collective action of local operators which, as suggested by Le Goffic,
emphasises the idea of human community contained in the definition of terroir,” is

fundamental to initiate the application process in the AOCs, IGPIAs, and PDO/PGI systems.

46 ECJ, Feta, 25 October 2005, C-465/02 and C-466/02 [86].

47 CA Paris, 19 mars 1929, Ann. propr. ind. 1930, 257.

48 Regulation 1151/2012, Article 6.1.

49 Société nouvelle des savons de Marseille C. Syndicat des fabricants de savon de Marseille, Cour de Cassation, 24 October 1928.

50 See INPI’s database: <https://bases-marques.inpi.fr/Typo3_INPI Marques/marques_resultats_liste.html> accessed 21/08/2018.

51 For general background on the issue of genericity, see D. Gangjee, ‘Genericide: the death of a Geographical Indication?’ in D. Gangjee
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In involving a participatory process, this requirement has significant consequences on the

mobilization, participation and empowerment of local actors (see Chapter 4).

According to Article 49.1 of Regulation 1151/2012, ‘[a]pplications for registration of names
under the quality schemes (...) may only be submitted by groups who work with the products
with the name to be registered’ except in exceptional cases, with groups being defined as ‘any
association, irrespective of its legal form, mainly composed of producers or processors working

with the same product’.>?

In France, the role of producers was first promoted with the Decree-Law of 1935 that required
INAO to consult producer unions before proposing the recognition of an AOC.>* It was
subsequently strengthened®> with a new Order adopted in 2006 for the promotion of
agricultural, forestry, food and seafood products [hereafter, Order of 2006].°¢ Following this
Order, all operators involved in the production, processing, elaboration and packaging of the
product>” must group together within one single entity with legal personality.’® This has put an
end to the possibility that the same AOC is claimed by rival producer unions.>® Such entity, to
which all operators must necessarily adhere,%’ must be recognised by INAO as an Organisation
for the Defence and Management of the AOC (Organisme de Défense et de Gestion, ODG)%!
on the basis of its representativeness and the balanced representation of the different
professional groups involved.®? These requirements, that are not mentioned in European law,
aim to ensure the democratic functioning and inclusivity of the producers’ organisations,®

which have been identified as a key factor for the success of GI initiatives.%* Similarly, the

53 Regulation 1151/2012, Article 3(2).

54 Decree-Law of 30 July 1935, Article 21.

55 D. Marie-Vivien, ‘The Role of the State in the Protection of Geographical Indications: From Disengagement in France/Europe to Significant
Involvement in India’ (2010) 13 JWIP 121, 126.

56 Ordonnance 12006-1547 du 7 décembre 2006 relatif a la valorisation des produits agricole, forestiers ou alimentaires et des produits de
la mer (Order of 7 December 2006 for the promotion of agricultural, forestry, food and seafood products) (8 décembre 2006) JO 18607.

57 Rural Code, Article L.642-3.

58 Rural Code, Article L.642-17.

59 C. Le Goffic, ‘La protection des indications géographiques’ (n16) 253. For examples of conflicts between rival producer unions, see N.
Olszak, ‘Actualité du droit des signes d’origine et de qualité (indications géographiques, labels)’ (2007) 9 Propriété industrielle 6, 10.

60 Rural Code, Articles L.642-3 and L.642-21.

61 Rural Code, Article L.642-17.

62 Rural Code, Article L.642-18.

63 INAO, ‘Guide du demandeur pour la reconnaissance en qualité d’organisme de défense et de gestion’ (Janvier 2016) 10.

64 N. Ackermann and F. Russo, ‘Adding value to traditional products of regional origin: A guide to creating a quality consortium’ (UNIDO,
2010) 49.

55



regulation on IGPIAs requires that, as a condition for granting the protection,® their defence
and management must be carried out by an ODG that must ensure the representativeness of the

operators.®¢

Details of these requirements are provided by INAO. To assess the representativeness of the
ODGs, information shall be provided on the number of operators who are already members of
the candidate body and the volumes they produce as compared with the total production
volume.®’ Further, to ensure the democratic functioning of the ODG, all members shall have
the right to participate in its general assemblies, taking into account that quorum rules for
decision-making should guarantee their proportional representation.®® Finally, all the different
professional groups involved, including producers, processors and packagers, should be
equally represented in all decision-making bodies, including the board of directors and the
general assembly.®” These requirements have significant consequences on the nature of
collective dynamics involved in the creation process and operation of the GI initiatives (see

Chapter 4).

Whereas the ODGs for agro-food products must be recognised by INAO as a pre-condition for
the AOC, PDO and PGI recognition,’® the recognition of an IGPIA confirms recognition of the
ODG by INPL."!

Applications must be submitted by the ODGs’? to INAO (for AOCs, PDOs and PGIs)’? or INPI
(for IGPIAs),’* thereby giving local operators grouped within an association a key role in the
initiation of the application process. Thus, the application process is based on a bottom-up and
participatory approach. This approach stands in sharp contrast with Vietnam’s top-down and

state-driven processes (see Chapter 3).
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66 IP Code, Articles L.721-4 and L.721-6, 4°.
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68 ibid 11.
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70 Rural Code, Article L.642-17.

71 IP Code, Article L.721-3, 5°.

72 For AOCs: Rural Code, Article L.641-6; for IGPIAs: IP Code, Article L.721-3, 1°.
73 Consumer Code, Art. L.115-21 and Rural Code, Article R.641-11.

74 IP Code, Article L.721-3.
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Two comments can be made on the nature of the ODGs. On the one hand, it is remarkable that
the representativeness of the ODGs, and the balanced nature of the representation of the
different categories of operators who work with the product, are mandatory criteria for the
recognition of AOCs and IGPIAs. On the other hand, the compulsory membership of all
operators has proved controversial as it is contrary to European law and may also affect the
constitutional freedom of association, including the freedom not to join an association, as
established by article L.411-8 of the French Labour Code, Article 11 of the European
Convention for the Protection of Human Rights and Fundamental Freedoms and Article 12 of
the EU Charter of Fundamental Rights. This appears to be a concern more particularly with
regard to the obligation to pay fees.”” For Olszak, the compulsory membership cannot be a
legal requirement but only a ‘natural obligation” and ‘voluntary commitment to fulfil the moral
duty of defending an appellation’.’® This points to the relationship between generations of
producers who have developed the product and built its reputation over time and individual
operators who sustain the appellation in the present time. The recognition of an appellation
derives from intergenerational transmission of specific knowledge and practices of producers
over time, which alludes to the continuity or organic nature of the community. In practice, an
appellation requires the actions of individual operators who produce and market the labelled
products,’”” and who should not be legally required to join one single entity with legal

personality.

The missions entrusted to producers through the ODGs will be detailed in Chapter 4. Of
particular importance is that they include the elaboration of a CoP at the core of the application
process which, before the reform of 2006, was previously drafted by INAO together with
producers.”® This points to a progressive disengagement of the French State and increased
powers of producers.” The objectives also encompass the elaboration of the control plan and

participation in its implementation.®°

75 Rural Code, Article L.642-24.

76 Conseil d’Etat, 12/02/2007, Ass. Sopravit et autres, n® 301131, Gaz. Pal., 18/08/2007, n°® 230, note N. Olszak 9.
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79 Marie-Vivien, ‘The Role of the State in the Protection of Geographical Indications’ (n55) 126.

80 For AOCs, Rural Code: Article L.642-22; for IGPIAs: IP Code, Article L.721-6.
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2.1.4 Codes of practice

The elaboration of a CoP (‘product specifications’ in European law) is a key element of all
AOCs, IGPIAs and PDOs/PGIs applications.®! It is the fundamental document upon which the
quality control mechanisms are based and it guarantees to consumers a product’s specific
qualities and characteristics.®> As stressed by Regulation 1151/2012, ‘[t]he added value of
[Gls] is based on consumer trust [and] is only credible if accompanied by effective verification
and controls’.®} To that end, ‘operators should be subject to a system that verifies compliance

with the product specification’.3

The CoP is generally regarded as the masterpiece of collective action as it must be agreed upon
collectively by producers,® which highlights their pivotal role in the definition of the products.
As such, the law provides local producers with the necessary space to take ownership of the
initiatives (see Chapter 4). The CoP must be approved by INAO (for AOCs, PDOs and PGIs)®¢
or INPI (for IGPIAs)®” and published in a ministerial decree for AOPs,®® the Official Industrial
Property Gazette for IGPIAs,* or the Official Journal of the European Union (OJEU) for
PDOs/PGIs.*°

As a detailed technical document that describes the specificity of the product, the CoP
includes:®!

(1) the name of the product;

(i1) the definition of the geographical area;

(ii1) the description of the product, including the raw materials if appropriate;

(iv) the description of the link between the product and its geographical origin;

81 For agro-food products: Rural Code, Article L.641-6 and Regulation 1151/2012, Article 8(b); for industrial and artisanal products: IP Code,
Articles L.721-3 and R.721-1.

82 G. Allaire, F. Casabianca, E. Thévenod-Mottet (n12) 1, 8.

83 Regulation 1151/2012, Recital 46.

84 Regulation 1151/2012, Recital 47.

85 S. Réviron and J.-M. Chappuis, ‘Geographical Indications: Collective Organization and Management’ in E. Barham and B. Sylvander
(eds.), Labels of Origin for Food: Local Development, Global Recognition (Wallingford: CAB International, 2011) 45, 53.

86 Consumer Code, Article L.115-21. See Rural Code, Articles L.641-6, L.641-10 and L.641-11, for AOCs, AOPs and IGPs, respectively.
87 IP Code, Article L721-6, 1°.

88 Rural Code, Article L641-7.

89 IP Code, Article L721-3, 5°.

90 Regulation 1151/2012, Article 50.2.

91 For AOCs: Rural Code, Article R.641-12; for PDOs/PGIs: Regulation 1151/2012, Article 7; for IGPIAs: IP Code, Article L.721-7.
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(v) the conditions of production, including technical, environmental and cultural norms; and

(vi) the control plan and arrangements.

Interestingly, the regulation on IGPIAs goes further by specifying that the CoPs may also
include, as a facultative option, the social and environmental commitments of the ODG,

thereby pointing to the potential multi-functionality of GIs.*?

The CoP is thus a normative document that codifies the product quality and cultural and agro-
environmental practices. Despite their mandatory content, the CoPs allow for some flexibility
and can vary greatly in terms of details and standards. Indeed, local stakeholders taking part of
the elaboration process are ultimately the ones deciding which criteria and rules of production
to include — or deliberately ignore.”® This aspect reminds us that, beyond the normative aspect,
the CoP is also a strategic tool that may have exclusionary effects deriving from the definition
of the geographical area or the conditions of production.®* The way in which the CoPs were
elaborated in our case studies, including which economic, environmental or cultural interests

were represented or excluded from such process, will be discussed in Chapter 4.

2.1.5 Quality controls

To verify compliance with the CoP and monitor the use of registered names on the market,”
Regulation 1151/2012 requires Member States to designate the competent authority(ies)
responsible for official controls.”® These must offer adequate guarantees of objectivity and
impartiality?” and may delegate the control tasks to one or more control bodies®® that shall be
accredited in accordance with European Standard EN 45011 or ISO/IEC 65.° Member States

are under the obligation to organise external controls but are free to decide whether these shall

92 IP Code, Article L.721-7.

93 For more detailed discussion on the flexibilities of the PDO/PGI registration system, see Gangjee, ‘Proving provenance?’ (n3) 18-20.

94 G. Belletti and A. Marescotti, ‘Origin products, geographical indications and rural development’ in E. Barham and B. Sylvander (eds.),
Labels of Origin for Food: Local Development, Global Recognition (Wallingford: CAB International, 2011) 75, 82.

95 Regulation 1151/2012, Article 36.3.

96 Regulation 1151/2012, Article 36.1.

97 Regulation 1151/2012, Article 36.2.

98 Regulation 1151/2012, Article 39.1.

99 Regulation 1151/2012, Article 39.2.
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be carried out by public or private certification entities, which was an important reform
introduced by Regulation 510/2006. This has resulted in a variety of approaches across
Member States. For instance, in Czech Republic, Finland and Luxembourg, external controls
are carried out by public bodies that are not accredited with any European standard,'*® whereas
in the UK they are undertaken by a designated private firm except in some cases where local

authorities and Trading Standards officers can also act as inspectors.!!

In France, the establishment of control mechanisms is a prerequisite for the recognition of
AOCs!'? and IGPIAs.!% This shows how essential controls are to guarantee the specificity and
quality of local products in consistency with their CoP.!** Whereas INAO was traditionally in
charge of the controls and sanctions for AOCs — and hence PDOs/PGls —, the Order of 2006
introduced a major reform by making it mandatory — and not only optional as per Regulation
510/2006 — for controls to be carried out by private, independent third bodies. These bodies
must be chosen by the ODG,!%° approved by INAO!% as the national competent authority
responsible for official controls, and accredited according to the relevant national and European
technical accreditation standards.!?” As noted by Marie-Vivien, this reform, which was justified
by the need to tackle the partiality and inefficiency of the controls that INAO used to delegate
to professional syndicates, as well as to reduce public spending, has led to a reduction of the

role of INAO and hence of the state.!%%

While the ODGs could traditionally choose between inspection and certification bodies, since
2013 only the latter can be responsible for quality controls of AOC, PDO and PGI products.!?’
The control of IGPIAs is more flexible considering that the ODGs can choose between

inspection bodies and certification bodies, who must be accredited by the French accreditation

100 London Economics, ‘Evaluation of the CAP Policy on Protected Designations of Origin (PDO) and Protected Geographical Indications
(PGI)’ (Final Report, 2008) 73.

101 ibid 74.

102 Rural Code, Article L.641-5.

103 IP Code, Articles L.721-3 and L.721-7.

104 Le Goffic, ‘La protection des indications géographiques’ (n16) 112.

105 Rural Code, Article R.642-37, 1°.

106 Rural Code, Article L.642-5, 4°.

107 Rural Code, Article R.642-53.

108 D. Marie-Vivien and others, ‘Are French Geographical Indications Losing Their Soul? Analyzing Recent Developments in the
Governance of the Link to the Origin in France’ (2017) 98 World Development 25, 27.

109 ibid 29.
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authority (COFRAC).!'? The main difference between inspection and certification bodies is
that the former send their evaluation reports to the ODGs who decide on the sanctions while
the latter decide on the sanctions themselves.!!! For instance, in our case studies, the
certification bodies are Veritas,'!? Certipaq'!® and Qualisud!!'* for green lentils from Berry,

bouchot mussels from Mont-St-Michel Bay and Pélardon cheese, respectively.

The law on IGPIAs does not provide detail on the type of controls to be carried out. As for
AOC, PDO and PGI products, control plans must be elaborated by the certification body in
cooperation with the ODG!!® and approved by INAO.!1® They shall provide for three types of
controls:

(1) self-monitoring carried out by the operators on their own products;

(i) internal controls conducted under the supervision of the ODG; and

(iii) external controls performed by the certification bodies'!” under the authority of INAQ!!8

and whose costs are borne by producers/processors.!’

In addition, an organoleptic examination of the products shall be carried out by a commission

made up of competent professionals and experts. !>

In the case of AOCs, PDOs and PGIs, the certification body has broad powers to decide on the
granting, maintenance, and extension of the certification.!?! It can take appropriate measures

to sanction failures to observe the CoP, can suspend or withdraw producers’ certification,!??

110 IP Code, Article L.721-9.

111 ibid. Besides, certification bodies must be accredited by the French Accreditation Committee (COFRAC) in accordance with EN 45011.
See Marie-Vivien, ‘Are French Geographical Indications Losing Their Soul?’ (n108) 28.

112 See <https://www.bureauveritas.fr/home/about-us/our-business/certification#> accessed 21/08/2018.
113 See <https://www.certipaq.com/> accessed 21/08/2018.

114 See <http://www.qualisud.fr> accessed 21/08/2018.

115 Rural Code, Article L.642-32 and Article R.642-39.

116 Rural Code, Article L.642-5, 3°.
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121 Rural Code, Article L.642-30.
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and informs INAO of any such decision.!?* Regarding IGPIAs, non-compliant operators are

subject to a warning or exclusion procedure.!?*

2.1.6 Right to use

Only those stakeholders who are located inside the concerned region and who comply with the
CoP have the right to use the AOC,'?* IGPIA,!?° PDO or PGI logos,'? taking into account that
the use of an AOC, PDO and PGI logo is also subject to results of the quality controls.!?
Besides, French law requires all operators to adhere to the ODG in order to have the right to
use the logos.!?” However, this membership requirement appears to be contrary to the European
PDO/PGI scheme, directly applicable in France, which does not require the establishment of
unique organisations with legal personality. On the contrary, European legislation enshrines
the principle of availability of PDOs/PGIs by declaring that these may be used by any operator

marketing a product conforming to the corresponding specification.!3°

Since May 2009, the use of PDO and PGI logos (or the indications ‘protected designation of
origin’ or ‘protected geographical indication’) is mandatory on the labelling of the products
that are marketed under a registered PDO or PGI.!3! This reform was driven by the need to
increase consumers’ awareness of these signs following a survey conducted in 2007 that
showed that only 8% of European consumers recognize the PDO and PGI logos.!3? Since
January 2012, AOC products registered at the European level can only bear the PDO label or
indication but not the AOC logo.'3?

123 Rural Code, Article R.622-55.

124 1P, Code Article L.721-7, 9°.

125 Rural Code, Article L.641-5.

126 IP Code, Articles L.721-5,L.721-9 and R.721-8.

127 Regulation 1151/2012, Article 12.1.

128 Rural Code, Article L.642-3.
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of State (CE, 12 February 2007, n® 301131).
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132 London Economics (n100) 259.
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Picture 2.1

Logos of the different signs of quality and origin in use in France
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The right to use does not mean that the operators own the appellation. In effect, both French
and European law is silent on the issue of ownership. As suggested by Le Goffic, GIs do not
belong to any individual, collective, private or public person, including local stakeholders, the
ODG, INAO, INPI or the state, as confirmed by the highest French Court.!3* Rather, they are
considered as common goods that cannot be appropriated, are non-rivalrous (the use of the
label by an operator does not preclude another’s use) and non-excludable (any operator located
inside the concerned region and who comply with the CoP have the right to use).!*> This is a
significant difference in comparison with trade marks (see Section 2.2) as well as with the state
ownership of sui generis Gls in Vietnam (see Chapter 3). One consequence of the principle of

‘non-appropriation’ of sui generis Gls is that they cannot be sold, licensed or transferred.!*¢

2.1.7 Public dimension

Contrary to other IPRs, and despite their categorisation as voluntary standards,'®’ the sui
generis protection of Gls in France and in Europe has traditionally been characterised by a
strong public dimension. The involvement of state authorities is usually justified by the need
to provide an effective guarantee of the origin, quality and characteristics of the GI product to

consumers.

134 Cass. Com., 24 March 1992, 89-20.178.

135 Le Goffic, ‘La protection des indications géographiques’ (n16) 255-282.

136 S. Stern, ‘Are GIs IP?’ (2007) 29(2) European Intellectual Property Review 39.

137 Marie-Vivien and others, ‘Are French Geographical Indications Losing Their Soul?” (n108) 25.
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The public dimension of sui generis Gls is first reflected in their recognition process. In France,
the recognition of AOCs leads to the publication of a ministerial decree that shall validate the
CoP on a proposal of INAO!*® that cannot be amended, after a two-month national opposition
procedure.!*® In a similar way, IGPIAs are recognised following a decision taken and published
by INPI in the Official Industrial Property Gazette!4? after a two-month public survey!'*! and
consultation of stakeholders.!*> At the European level, the recognition of PDOs and PGIs is

published in an implementing act of the Commission.!#?

The public dimension of GIs is also reflected in the important role that Member States play as
the first tier to evaluate and validate the PDO/PGI applications submitted at the national level,
which includes the potential for a national opposition procedure,'** before transferring them to
the Commission, which triggers the European phase of the procedure.'*> Groups of local
operators cannot submit their PDO or PGI application directly to the Commission. In France,
it is INAO who processes the applications and acts as an intermediary between local operators
and the MAF. Subsequently, the MAF transfers the applications proposed by INAO to the
Commission.!#¢ The internal application procedure for PDOs and PGIs is the same as for
French AOCs. The mechanism is based on the lex rei sitae principle and the consideration that

countries where GIs are located are best able to evaluate the link to origin.'4’

At the European level, the Commission is required to scrutinise the application for a maximum
period of six months.!*® In this regard, it is noteworthy that, despite the official length of the
European procedure for the scrutiny of the applications, its complexity and duration — which

was reported to last on average four years —'4° has been pointed as an issue discouraging
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139 Rural Code, Article R.641.13.

140 IP Code, Article L.721-3, 5°.

141 IP Code, Article R.721-3.

142 IP Code, Article L.721-3.

143 Regulation 1151/2012, Article 52.2.

144 Regulation 1151/2012, Article 49.

145 Regulation 1151/2012, Article 49.4.

146 Rural Code, Article R.641.20.

147 J. Derruppe, ‘Appellations d’origine, indications de provenance’ in Repertoire de Droit international (dir.), Encyclopédie Dalloz.
148 Regulation 1151/2012, Article 50.1.

149 European Court of Auditors, ‘Do the Design and Management of the Geographical Indications Scheme Allow it to be Effective?’ (Special
Report No 11, Luxembourg’ 2011) [37].
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potential applicants.!>® Case studies also show a disconnect between producers’ needs and
European bureaucracy. As summarised by an INAO officer, ‘to be clear, European officials
don’t understand anything about the products which is absolutely normal considering that they
cannot have a full knowledge of all European products. They just have to verify that the
applications sent by the Member States meet the European criteria. Yet we lose a lot of time

trying to explain to the Commission how the product is made’.!>!

The Commission only checks for manifest errors,'>?

contrary to Member States who are
supposed to examine the substance of the application, including the definition of the
geographical area and the conditions of production. Ultimately, based on its own scrutiny and
the evaluation of any notice of opposition received during a three-month opposition
procedure,'>? the Commission may either reject the application or register the PDO/PGI on the

publicly accessible DOOR register.!>*

The role of the state is also important in the choice and implementation of the official control
mechanisms although, as discussed previously, INAO’s role has been reduced since 2006 to
the approbation of the control plans, the accreditation of the certification bodies and their
evaluation. Yet the involvement of INAO provides AOCs, PDOs and PGIs with a strong public
and regulatory dimension, as opposed to the freedom enjoyed by the trade mark owners in the

choice of the controls.!3?

Finally, whereas the law is silent on the role of the INPI in defending IGPIAs, the role of INAO

explicitly extends to the defence and promotion of quality signs both in France and abroad.!>®
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152 CICE, 6/12/2001, Carl Kiihne GmbH & Co. KG and Others v Jiitro Konservenfabrik GmbH & Co. KG., Case C-269/99, paras. 58 and
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156 Rural Code, Article L.642-5, 8°.
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Figure 2.1

Registration procedure of PDOs and PGIs

Source: European Commission, Agriculture and Rural Development Directorate General
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It follows from the above that the role of the state through the MAF and INAO is important in

overseeing the whole application process, administering the control mechanisms and defending

quality signs. At the same time, Marie-Vivien notes the progressive disengagement of the

French State in the protection of Gls since the reform introduced in 2006 in at least two

different ways: first, the producers’ empowerment through the increased role of ODGs in the

application process and the elaboration of the CoP; second, the shift of quality control

processes from the state (INAO) to private, independent certification bodies. !>’

157 Marie-Vivien ‘The Role of the State’ (n55) 126-128.
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2.1.8 Absolute protection

The protection of AOCs, IGPIAs and PDOs/PGIs is similar, although European legislation is
more detailed. French legislation prohibits the use of any evocative term of the appellation on
any similar product, as well as on other establishment, product or service when such use is

likely to misappropriate or weaken the reputation of the name.!8

Likewise, European law
protects against any direct or indirect commercial use on comparable products; any misuse,
imitation or evocation, even if the true origin is indicated or if the protected name is translated
or accompanied by an expression such as ‘style’, ‘type’, ‘method’, ‘as produced in’, ‘imitation’
or similar, including when those products are used as an ingredient; any other false or

misleading indication as to the provenance, origin, nature or essential qualities of the product;

and any other practice liable to mislead the consumer as to the true origin of the product.!>

The French and European sui generis protection of Gls therefore appears to be the same as the
highest ‘absolute’ level protection provided by Article 23 of TRIPS (see Chapter 1). Besides,
sui generis GlIs can never become generic and enter the public domain.!® However, unlike
French law on AOC:s that only provides for sanctions in case of non-compliance with the CoP,
both the French law on IGPIAs!¢! and European law on PDO/PGIs'®? stipulate that the
registration of the titles may be cancelled by INPI or the European Commission, respectively,
where compliance with the CoP in not ensured (for both IGPIAs and PDO/PGIs), or no product
is placed on market for at least seven years (for PDO and PGIs), or the controls are not carried

out (for IGPIASs).

Contrary to the law on trade marks that limits the group of people who can bring an action for
infringement (see Section 2.2), the protection of an AOC may be requested by any person

authorised to use it,'%* the ODG'®* or INAO.!6
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164 ibid.

165 Rural Code, Article L.642-5, 8°.
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2.2 Trade mark protection of GIs

Unlike sui generis systems, trade mark systems are not specifically designed to protect GIs but
may be used for that purpose under certain conditions. According to the IP Code, a trade mark
(individual or collective) is ‘a sign which serves to distinguish the goods or services of a natural
or legal person’.'® Similarly, European law defines trade marks as signs ‘capable of
distinguishing the goods or services of one undertaking from those of other undertakings [..].'¢’
Whereas sui generis Gls aim to identify the geographical origin of goods, trade marks convey

information on the commercial origin of goods.

In France, trade marks can be protected through national and EU trade marks.'®® While the
French national route provides protection on the French territory only, the EU scheme ensures
a Union-wide protection. The recent ‘European trade mark reform package’ adopted in
December 2015 has led to the publication of new instruments that will be referred to in this
section:

(i) for national trade marks: Directive (EU) 2015/2436'® which has repealed Directive
2008/95/EC with effect from 15 January 2019 [hereafter, Directive 2015/2436]; and

(ii) for EU trade marks: Regulation (EU) 2015/2424'7° amending Council Regulation (EC)
207/2009 on the Community Trade Mark'’! and which has now been codified and replaced by
Regulation (EU) 2017/1001 on the European Union trade mark which came into force on 1
October 2017 [hereafter, EUTMR]!7?

This section will focus on certification and collective marks exclusively. Both types of mark

serve different purposes.!”® Collective marks simply aim to distinguish the commercial origin

166 IP Code, Article L.711-1 (‘La marque de fabrique, de commerce ou de service est un signe susceptible de représentation graphique servant
a distinguer les produits ou services d'une personne physique ou morale”’).

167 Directive 2015/2436, Article 3 and EUTMR, Atrticle 4.

168 Paris Convention for the Protection of Industrial Property, 20 March 1883, Article 7bis.

169 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to approximate the laws of the Member
States relating to trade marks.

170 Regulation (EU) 2015/2424 of the European Parliament and of the Council of 16 December 2015 amending Council Regulation (EC)
207/2009 on the Community trade mark and Commission Regulation (EC) 2868/95 implementing Council Regulation (EC) 40/94 on the
Community trade mark.

171 Council Regulation (EC) 207/2009 of 26 February 2009 on the Community trade mark.

172 Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the European Union trade mark.

173 See WIPO ‘Technical and Procedural Aspects Relating to the Registration of Certification and Collective Marks” 30 August 2010
(WIPO/Strad/INF/6) [21]-[22].
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of goods on the basis of ‘club membership’ (through compliance with the users’ regulation'’*
and membership of the association).!” By contrast, certification marks serve the purpose to
certify specific characteristics of the goods (which may include geographical origin) in
consistency with the users’ regulations, and hence distinguish such goods from others that are

not so certified.!”®

It should be noted from the outset that both the French and European trade mark systems have
important limitations as per their ability to protect Gls. First, although initially included in the
proposal for this provision,'”” the EUTMR explicitly excludes the possibility to certify
geographical origin for an EU certification mark (introduced for the first time in European law
by the EUTMR).!”® This exclusion is surprising considering the expectations placed on
certification marks to be more actively used for protecting GIs.!” Second, the French law
applicable to the certification of products, which certification marks must satisfy,!8" prohibits
the use of geographic names in certificates of conformity for agro-food products unless such
names have become generic.!'®! This tends to indicate that geographic names cannot be used as
certification marks in relation to agro-food products.!3? However, the absence of such

provisions in the law applicable to the certification of non-agro-food products'®?

suggests that
geographical names can be used as certification marks in relation to industrial and artisanal

products.

Consequently, three types of trade marks can apply to Gls:
1. EU collective marks for all products, as protected in European law under the EUTMR;
2. national collective marks for all products, as protected in French law and regulated by the

IP Code under Directive 2015/2436; and

174 1P Code, Article L.715-1 (‘La marque est dite collective lorsqu'elle peut étre exploitée par toute personne respectant un réglement d'usage
établi par le titulaire de l'enregistrement”).

175 Directive 2015/2436, Article 27(b) and EUTMR, Article 74.1.

176 IP Code, Article L.715-1; Directive 2015/2436, Article 27(a); and EUTMR, Article 83.1.

177 Proposal for a Regulation of the European Parliament and of the Council Amending Council Regulation (EC) 207/2009 on the Community
Trade Mark (March 2013) COM(2013) 161 final, 2013/0088 (COD), Article 74b(3).

178 EUTMR, Atrticles 83.1 and 85.

179 European Commission, ‘Green paper on agricultural product quality: product standards, farming requirements and quality schemes’,
COM(2008) 641 final, 18-19.

180 IP Code, Article L.715-2, 5°.

181 IP Code, Article L.715-2, 5°, and Rural Code, L.641-21.

182 Le Goffic, ‘La protection des indications géographiques’ (n16) 63.

183 Consumer Code, Articles L.433.3-L433.11.

69



3. national certification marks for industrial and artisanal products, as protected in French law

and regulated by the IP Code under Directive 2015/2436.

Without going through a detailed analysis of French and European legislation, the sections
below will highlight the main features that are of interest to this research project. These include:
(1) the distinctiveness of geographical names;

(i1) the question of ownership;

(ii1) the users’ regulations;

(iv) the quality control mechanisms;

(v) the right to use;

(vi) the non-transferability issue; and

(vii) the relative protection.

2.2.1 Distinctiveness of geographical names

Both French!3* and European law!8>

allow for geographical names to be registered as collective
trade marks. However, in French law, the use of geographical names as collective and/or
certification trade marks (for industrial and artisanal products only) is subject to the
distinctiveness requirement.'®¢ This requirement entails that trade marks must have a
distinctive character, which refers to ‘the uniqueness or singularity of the mark, to the degree
to which it stands out from the crowd of competing signs in the marketplace’.!®” Consequently,
the use of descriptive names that may serve to designate the geographical origin of the goods
is expressly prohibited.!®® The reason for such prohibition is that descriptive geographical

names are of general interest'® and should remain available to all economic actors operating

in the same area.'®® Although the use of descriptive geographical names alone is prohibited,

184 IP Code, Article L.711-1(a).

185 For national trade marks: Directive 2015/2436, Article 28.4 and 29.3, as a derogation from the general prohibition to use geographical
names as per Art. 4(1)(c). For EU trade marks: EUTMR, Article 74.2, as a derogation from the general prohibition to use geographical names
as per Art. 7.1(g).

186 See WIPO (nl173) [24]-[25].

187 B. Beebe, ‘Search and Persuasion in Trademark Law’ (2005) 103 Mich. L. Rev. 2020, 2030

188 IP Code, Article L.711-2. '

189 ECJ, Windsurfing Chiemsee Produktions- und Vertriebs GmbH (WSC) v Boots- und Segelzubehor Walter Huber and Franz Attenberger,
C-108/97 and C-109/97,1-2779, paras 25-27.

190 Le Goffic, ‘La protection des indications géographiques’ (n16) 296.
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collective and certification marks may consist of complex marks combining words, graphical
and figurative signs, as illustrated by the certification mark ‘Laguiole Origine Garantie’
registered since 2001 and, among our case studies, the collective mark ‘Savon de Marseille’
registered as a collective mark in 2012. This is because those additional elements make the
trade marks distinctive.!”! This is an important difference with AOCs, IGPIAs, and

PDOs/PGls, which may all consist of geographical names exclusively.

Picture 2.2

Examples of complex marks with geographical names

LAGUIOLE ORIGINE GARANTIE

It should be noted that the application of the distinctiveness requirement reflects the decision
of French legislators not to use the permitted derogations from the prohibition of Directive
2015/2436 to use geographical names.!*> These derogation provisions allow Member States to

‘provide that signs or indications which may serve, in trade, to designate the geographical

193 194

origin of the goods or services may constitute’ certification marks'”> and collective marks.

For instance, in the UK, descriptive geographical names can be registered as collective and

195

certification marks, °> notwithstanding the general prohibition to use signs or indications which

may serve to designate the geographical origin.!?®

191 ibid.

192 Directive 2015/2436, Article 4(1)(c).

193 Directive 2015/2436, Article 28.4.

194 Directive 2015/2436, Article 29.3.

195 UK Trade Marks Act 1994, Schedule 1§3 and Schedule 2§3.
196 UK Trade Marks Act 1994, Section 3(1)(c).
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By contrast, an EU collective mark can consist of a descriptive geographical name without
having to combine words and figurative signs.!”’ Nevertheless, both Community (now EU)
trade marks ‘Bois des Alpes’ and ‘Savon de Marseille’, registered under Regulation 207/2009
in 2013 and 2014 respectively, are complex word/figurative marks. In the first case, the
combination of words and figurative signs was seen as a way to strengthen the distinctive
character of the mark.'® In the second case, it was justified by the need to ensure consistency

with the collective mark already registered at the French level.!?

Picture 2.3
The EU trade marks ‘Savon de Marseille’ and ‘Bois des Alpes’

7
Bois /&

2.2.2 Ownership

Unlike sui generis Gls that cannot be appropriated, trade marks safeguard the private interest
of their holder. Their ownership, which can be co-ownership, is acquired by registration.??’ In
the absence of specific provisions, collective trade marks may be filed (and owned) by a natural
or legal, private or public person. The implementation of Directive 2015/2436 is likely to lead
to the evolution of French law in the near future. Indeed, according to the Directive,
‘associations of manufacturers, producers, suppliers of services or traders [...] as well as legal

persons governed by public law, may apply for collective marks’.2°! This provision emphasises

197 ECJ, Nordmilch v OHIM, T-295/01, 11-4378, para. 32; ECJ, Peek & Cloppenburg v OHIM, T-379/03, 11-4646, para. 35.
198 Interview F-E1.

199 Interview F-Al.

200 IP Code, Article L.712.1.

201 Directive 2015/2436, Article 29.2.
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the role of groups of local stakeholders by identifying associations of local stakeholders as the
only possible applicants governed by private law. Similarly, applications for EU collective
marks may be filed by associations of local stakeholders or legal persons governed by public

202 However, unlike in the sui generis systems of protection, there is no requirement for

law
trade marks to reflect the balanced representation of the different professional groups involved

with the product.

Turning to certification marks, the rules governing their registration and ownership depart from
the general trade mark regime to guarantee efficient and independent controls. In French law,
certification marks may be registered by a legal person only who is neither the manufacturer
nor the importer nor the seller of the goods or services.?”> However, the Directive 2015/2436
broadens the category of possible applicants to ‘any natural or legal person [...] provided that
such person does not carry on a business involving the supply of goods or services of the kind

certified’ [emphasis added],2** which may call for amendment to French law.

It follows from the above that, in contrast with the sui generis systems of protection, local
stakeholders do not have any specific role in the application process of collective and
certification marks. It may be that French law on collective marks needs amending to better

take into account the role of groups of stakeholders in the application process.

2.2.3 Users’ regulations

Applications for collective and certification marks at both the French and European levels must
include users’ regulations?®® which remind us of the CoPs. Unlike for the CoPs, the law does
not specify which elements must be included in the users’ regulations. French law merely
specifies that, for certification marks, the regulations must set out the conditions of their use.?%

European law goes further and indicates that the regulations governing the use of national?’’

202 EUTMR, Article 74.1.

203 IP Code, Article L.715-2, 1°.

204 Directive 2015/2436, Article 28.2.

205 For French collective and certification marks: IP Code, Articles L.715-1 and L.715-2(2), and Directive 2015/2436, Article 30.1. For EU
trade marks: EUTMR, Article 75.1.

206 IP Code, Article L.715-2, 2°.

207 Directive 2015/2436, Article 30.2.
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and EU collective marks?%® shall specify at least the persons authorised to use the mark, the
conditions of membership of the association and the conditions of use of the mark, including
sanctions. This suggests that the conditions of membership and conditions of use may be

different, and that nothing prevents the latter from including additional criteria.

In the absence of minimum or mandatory content to describe the specificity of the product,
applicants have full discretion to include the obligation for a product to have certain
characteristics linked to its geographical origin. Consequently, users’ regulations can vary in
terms of the level of detail regarding the ingredients, methods of production, practices etc. to
be satisfied. Yet, despite such limits of the trade mark system as a whole, if applicants desire,
users’ regulations can provide the same degree of technical detail and complexity as CoPs. For
example, the users’ regulations of the certification mark ‘Bois des Alpes’ contains detailed
provisions specifying the product’s characteristics, methods and place of production. They
even go beyond the requirements of sui gemeris systems by including socio-economic,
environmental and governance standards (called ‘issues of sustainable development’)?*° for the
evaluation of applicants.?!® This has important consequences on the ability of the initiative to
generate effects outside the market (see Chapter 7). It thus appears that users’ regulations in
the trade mark system may contain as many, if not more, detailed and demanding rules than

the CoPs in the sui generis systems, as it may also contain minimal requirements.

2.2.4 Quality controls

Neither the French nor the European law on national and EU collective marks (both the
Directive 2015/2436 and the EUTMR) make provision to ensure the effectiveness of the
product controls. In particular, they do not require the owner of the mark to be independent
from its users. However, although not required by European law, the association ‘Bois des
Alpes’ has gone beyond the minimum legal requirements by designating an accredited

certification body to carry out controls in an independent manner.

208 EUTMR, Art. 75.2.
209 Rules governing the certification mark ‘Bois des Alpes’ 7.
210 ibid 3.
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As regards certification marks, their specific certification function has justified special rules.
Both French?!! and European law?!? enshrine the principle of the independence of the users
from the owner of the certification mark, which aims to provide a strong guarantee of the
product’s compliance with the users’ regulations by ensuring efficient and independent
controls. The French law applicable to certification goes further and specifies that certificates
for non-agro-food products (the only category of products for which a geographical name can
be protected as a certification mark) must be issued by organisations that are accredited by the

French accreditation authority (COFRAC).2!3

2.2.5 Right to use

According to French law, collective marks can be used by any person satisfying the
regulations,?!* while the use of certification marks should be open to all persons, other than the
owner, who supply goods satisfying the conditions laid down by the regulations.?!'?
Interestingly, for EU collective marks consisting of geographical names, European law
specifies that the users’ regulations shall ‘authorise any person whose goods [...] originate in
the geographical area concerned to become a member of the association which is the proprietor
of the mark’.21® While this provision aims to avoid monopolisation of geographical names, it
doesn’t imply that only compliant members have the right to use the marks. In fact, the EUTMR
enshrines the principle of availability of collective marks consisting of geographical names to
any third party, ‘provided that he uses them in accordance with honest practices in industrial
or commercial matters; in particular, such a mark shall not be invoked against a third party who
is entitled to use a geographical name’.?!” This provision closely approximates the rules of the
PDO/PGI protection systems by introducing the idea of a defined geographical area and the
principle of availability of geographical marks to all compliant operators whose goods originate

from the area.

211 IP Code, Article L.715-2, 1°.

212 Directive 2015/2436, Article 28.2.
213 Consumer Code, Article L.433-4.
214 1P Code, Article L.715-1.

215 IP Code, Article L.715-2, 3°.

216 ibid.

217 EUTMR, Article 74.2.
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2.2.6 Non-transferability

By contrast to individual and collective marks that are freely transferable,?!® but in a similar
way as for sui generis Gls, certification marks are not transferrable and cannot be subject to
assignment, pledge or any measure of enforcement.?’® The only exception is in case of
dissolution of the legal person who is the owner,??’ yet under strict conditions. In such case,
the certification mark may be transferred to another legal person subject to the conditions laid
down by decree in Council of State, and such transfer may only be made to a certification body
or a legal person holding a certification body to which it grants an exclusive license of the
mark.??! These limitations are justified by the specific certification function of this type of

marks.

2.2.7 Relative protection

In stating that the ordinary regime of trade marks applies to collective and certification trade
marks,??? French law provides a relative protection to collective marks that is subject to the
‘principle of specialty’.??* According to this principle, collective and certification marks are
not protected in absolute terms but only for specific uses in relation to identical or similar goods
to those designated by the mark.?>* More specifically, two types of use are prohibited unless
authorised by the owner in consistency with the Directive 2015/2436.2%° The EUTMR provides

the same level of protection to EU collective marks??® throughout the EU.??

First, the law prohibits the reproduction, use or affixing of a mark on identical goods, even

with the adjunction of wordings such as ‘formula, style, system, imitation, genre,

218 IP Code, Article L.714-1.

219 IP Code, Article L.715-2, 4°.

220 ibid.

221 IP Code, Article R.715-2, 2°.

222 1P Code, Article L.715-2.

223 A. Bouvel, Principe de spécialité et signes distinctifs (Litec, 2004).
224 F. Pollaud-Dulian, La propriété industrielle (Economica, 2011) 904.
225 Directive 2015/2436, Article 10.

226 EUTMR, Article 9.

227 EUTMR, Article 1.2.
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method’.??® Second, upon the condition that there is a likelihood of confusion in the mind of
the public, it prohibits the reproduction, use or affixing of a mark on similar goods; as well as
the imitation of a mark and the use of an imitated mark for similar or identical goods.?*’
Consequently, the complainant bears the burden of proving the risk of confusion, which
depends greatly on the degree of distinctiveness which the mark has acquired through use.?3°
Special consideration of certification marks should be made here. As noted, a certification mark
can only be used by a person who complies with the users’ regulations. However, by definition,
‘similar’ products do not comply with the users’ regulations. It follows from this that the
complainant can bring an action for infringement on the basis of non-compliance with the
users’ regulations without having to prove the risk of confusion.?*! Finally, a special protection
is granted for well-known marks against any use that is likely to cause a prejudice to its owner,
or if such use constitutes unjustified exploitation of the mark, even for goods that are not

similar.232

In both French?* and European law,?** the persons who are entitled to bring an action for
infringement are limited to the owner of the mark and its users. However, users can only

institute infringement proceedings if after formal notice the owner does not exercise such

t,235 .236

right,*>> or upon his consent
Contrary to AOCs, IGPIAs, PDOs and PGIs that are protected as long as the conditions for
their protection are met, the protection of trade marks lasts 10 years and can be renewed any

number of times.23’

228 IP Code, Article L.713-2.

229 IP Code, Article L.713-3.

230 WTO, ‘European Communities: protection of trademarks and geographical indications for agriculture products and foodstuffs,” March
2005 (WT/DS174/R) 121.

231 TGI Paris, 23 April 1997, PIBD 1997, 635, 111, 374.
232 IP Code, Article L.713-5.

233 IP Code, Article L.716-5.

234 EUTMR, Article 80.2.

235 IP Code, Article L.716-5.

236 EUTMR, Article 80.1.

237 IP Code, Article L.712-1, 2°.
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Conclusion

The aim of this chapter was to explore the main features of the French/European sui generis
and trade mark systems for the protection of GIs. This study has allowed us to identify a number
of differences between and within the two systems. These include the definition of the link
between the product and its geographical area of origin; the registration requirements; the
extent to which the quality and production process of local products should be specified and
codified; the quality control systems; the scope of protection; and the involvement of different
actors, including local stakeholders, the state, the European Commission, and institutions such
as INAO, INPI and the ODGs, in the monitoring of the registration procedure, the quality

control mechanisms and the use of the signs.

Broadly speaking, in France, the sui generis system provides for more stringent registration
requirements, greater role of both producers and public authority, and wider scope of
protection, compared to the trade mark regime. Sui generis Gls are considered as common
goods and public assets that protect the public and producers’ interests — hence a demanding
procedure for the recognition of pre-existing rights by an act of public authority. Contrastingly,
trade marks are more closely associated with individual ownership and private, commercial

interests — which justify a procedure for the creation of rights of ownership.?*®

Unlike collective trade marks, the rules governing the use, quality controls and non-
transferability of certification trade marks bring them closer to sui generis systems of
protection, yet their scope is reduced to national protection of industrial and artisanal products
only. As for collective trade marks, their use to protect local products in France is very limited
in practice and may appear to play a complementary role to sui generis protection systems only.
This is especially true considering that, in French law, collective marks can be used
cumulatively with sui generis Gls so that local stakeholders can provide additional information
to consumers on their affiliation to an association and compete for market share.?*° Yet as

mentioned above, the trade mark system is flexible enough to be used and adjusted to protect

238 Le Goftic (nl6).
239 N. Olszak, ‘Marques et indications géographiques’ in C. Geiger, J. Schmidt-Szalewski (eds), Les défis du droit des marques au XXle

siecle: Actes du colloque en I'honneur du Professeur Yves Reboul (Lexis Nexis, 2011) 76.
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GI products as well as sui generis systems, depending on the actors’ interests, priorities and

strategy.

These observations stress the importance of looking at the interpretation of the law in practice,
including the way in which local stakeholders have made use of the law and the extent to which
the law provides them with the necessary space to take ownership of the initiatives. In analysing
our empirical findings in Chapters 4-7, it will be particularly critical to assess the extent to
which the law and institutions that have fashioned the environment of the GI initiatives under
study, have impacted on the collective dynamics involved in their creation and operation as

well as on their ability to generate economic and non-economic effects.
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Legal framework for the protection of GIs in Vietnam

This chapter turns to the study of the Vietnamese legal framework for the protection of Gls,
including the sui generis and trade mark systems. In a similar way as for Chapter 2 for French
law, the objective of this chapter is to provide the necessary knowledge of Vietnamese law to
further our understanding of its interpretation in practice and be able to identify its effects when

analysing our empirical findings in Chapters 4-7.

Unlike in France where protection of GIs has matured for over a century out of a long process
that was initiated by local producers, the legal framework for GIs in Vietnam is recent. It was
first established in 1995 through the concept of ‘appellations of origin’ (AOs) under the
influence of France, more specifically as a result of the technical cooperation between the
French Embassy’s Economic Mission and the Vietnamese Ministry of Agriculture and Rural
Development (MARD).! The French inter-professional association for ‘Cognac’ also
conducted several missions in the 1990s to raise awareness with Vietnamese public authorities
about the importance of protecting GIs.? Leading up to its accession to the WTO in 2007,
Vietnam revised its legislative framework to comply with TRIPS and adopted the Intellectual
Property Law 50/2005/QH11 of 29 November 2005 [hereafter ‘IP Law’]. The elaboration of
this new legal framework was supported as part of the 2001-2010 Swiss-Vietnamese
Intellectual Property Project (SVIP).? This project also led to the creation of the National Office
of Intellectual Property (NOIP) under the authority of the Ministry of Science and Technology
(MOST)~.

1 D.H. Dao, ‘Institutions de gestion de la qualité : action collective et apprentissage organisationnel. le cas de I'Indication Géographique (IG)
"Nuoc mam de Phu Quéc" au Vietnam’ (Master’s thesis, Essor: Développement des territoires ruraux, Ecole Nationale Supérieure
Agronomique de Toulouse, 2011) 6.

2 ibid 51.

3 See the description of the project here:

< https://www.ige.ch/fileadmin/user_upload/recht/entwicklungszusammenarbeit/factsheet_vietnam_ad4all.pdf > accessed 20/08/2018.

4 D. Marie-Vivien, ‘The protection of Geographical Indications in Vietnam’, draft chapter in I. Calboli (ed.) The protection of Geographical
Indications in ASEAN (expected, publisher unknown) 5.
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The IP Law introduced the concept of ‘geographical indications’ which replaced that of AOs.
To avoid confusion with the umbrella term of GlIs as per TRIPS, the Vietnamese ‘geographical
indications’ will be referred to in this chapter as ‘sui generis GIs’. Whereas the Civil Code of
1995 protected local products through AOs only, the new IP Law provides that, alongside the
sui generis scheme, collective and certification trade marks can also protect ‘Vietnam’s local
specialties’> defined as ‘special and well-known products that have specific characteristics and
are produced locally’.® Interestingly, Marie-Vivien reports that the introduction of this dual
system of protection of GIs aimed to please both European countries (through the sui generis
system) and the USA (through the trade mark system).” Likewise, influences from both the EU

and the USA have resulted in the coexistence of both systems of protection in China.®

While France was a pioneer in the protection of Gls and actively sought to improve and
promote its own legal system, Vietnam, as many other developing and emerging countries,
‘hardly had [its] own legal consciousness of geographical indications before the norm migrated
from the WTO to [the country]’,” hence reflecting a ‘passive process of accepting
“transplantation” of norms’.!° Far from being initiated by local producers and farmers, this
process was led by state authorities, which still has important consequences today, and at least
initially was motivated by political and commercial considerations. Yet, as in France,
Vietnam’s approach to GIs has subsequently evolved toward a more holistic conception.
Today, their protection aims not only to ‘enhance the commercial value of Gl-protected

products but also preserve cultural values and traditional knowledge of the nation’.!!

Although both France and Vietnam associate GIs with public benefit outcomes, the legal
framework for the protection of GIs in the two countries differ in many ways. First and
foremost, Vietnam’s state-driven, top-down approach to GIs sharply contrasts with the bottom-

up system of protection in France, where local producers have a pivotal role in initiating the

5 Circular 05/2013/TT-BKHCN, Article 1.9, amending Circular 01/2007/TT-BKHCN, point 37.7.

6 Circular 05/2013/TT-BKHCN, Article 1.1, amending Circular 01/2007/TT-BKHCN, point 37.8.c(i).

7 Marie-Vivien (n4) 24.

8 D. Marie-Vivien and E. Biénabe, ‘The multifaceted role of the state in the protection of geographical indications: A worldwide review’
(2017) 98 World Development 1, 5.

9 M.C. Wang, ‘The Asian Consciousness and the Interest in Geographical Indications’ (2006) 96 The Trademark Reporter 906, 906.

10 ibid.

11 NOIP, ‘Geographical Indications, Overview’
<http://www.noip.gov.vn/web/noip/home/en?proxyUrl=/noip/cms_en.nsf/(agntDisplayContent)?OpenAgent& UNID=49BC1C4511A1FFC
A4725767F00377FAD > accessed 21/08/2018.
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initiatives. Besides, contrary to France where the sui generis protection is specifically designed
to protect GIs unlike the trade mark system, in Vietnam both sui generis and trade mark systems
can equally protect the geographical names of local products, although their requirements and
level of protection differ. The extent to which the characteristics of each legal framework
impact differently on the creation process, operation and likely effects of the initiatives under

study, will be analysed in Chapters 4-7.

In light of the differences between the French and Vietnamese legal framework for the
protection of GIs, this chapter is organised differently from Chapter 2. Instead of analysing the
sui generis and trade mark systems of protection in a sequential manner, this chapter analyses
the features that are common to both systems of protection and which are of most interest to
this research project. Section 3.1 will first study the rigid interpretation of the law in practice,
in particular as regard the product/origin nexus. Section 3.2 will turn to the analysis of the state-
driven, top-down management of both systems, including through the support policies, the
registration and the management of the IP titles, which leaves little space to local stakeholders.
Finally, Section 3.3 will highlight the organisational and institutional limitations of the

Vietnamese framework for the protection of GIs.

3.1 A rigid interpretation of the law

Under Vietnamese law, any type of local products (including raw materials, agricultural, food
and drink products, industrial and handicraft products), can be protected through either the sui
generis or the trade mark system. As will be shown, the requirements of the sui generis
protection system are generally more stringent than for a trade mark protection, in particular
with respect to the nature of the link between the product and its geographical area of origin.
In practice, the applicants usually go beyond the legal requirements and the two schemes tend

to converge toward a strict demonstration of the product/origin nexus.!?

12 D. Marie-Vivien D., B. Pick and T.A. Dao, ‘Geographical Indications and Trademarks in Vietnam: Confusion or Real Difference?’

(International Conference on Agriculture in an Urbanizing Society, Rome, Italy, 14—15 September 2015).
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3.1.1 The use of the French terroir approach to Vietnamese sui generis Gls

As mentioned above, Vietnam first provided a sui generis protection of geographical names
for local products through the concept of AOs. These were defined as ‘a geographical name of
a country or locality that is used to indicate the origin of a good as being from that country or
locality, provided that the good has characteristics or qualities that reflect the specific and
advantageous geographical conditions of a natural or human character or the combination of
thereof’.!® This definition did not mention the reputation criterion and did not require the

combination of human and natural factors.

In practice, the AO applications documented the existence of both elements to demonstrate a
strong link between the product and its geographical area of origin. This was the case for the
two AOs registered under this regime, i.e. Phu Qudc fish sauce and Moc Chau shan tea, for
which France provided technical assistance. The provision of French technical expertise for
the registration of these products may have influenced the adoption of a strict interpretation of
the link to origin by Vietnamese practitioners beyond the legal requirements, considering that
France has been promoting a rigid interpretation of the concept of terroir encompassing both
human and natural factors. For example, Dao reports that, as part of the preparation process for
the registration of an AO for Phii Quc fish sauce, several seminars on GIs involving French
experts from the French Embassy in Vietnam and the inter-professional association for
‘Cognac’, as well as the NOIP, the Ministry of Fisheries, local authorities and local producers
and processors, took place in 2000. These seminars aimed to identify the specific quality and
characteristics of Phi Qudc fish sauce and elaborate the application and registration

documents.!*

The IP Law of 2005 introduced the concept of sui generis Gls that are defined as a ‘sign used
to indicate a product originating from a specific area, locality, region or country’.!®> Similarly

to TRIPS, the IP Law provides for three alternative criteria to establish the link between a

13 Civil Code, Article 786.
14 ibid 51.
15 IP Law, Article 4.22.
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product and its geographical origin, including the quality, characteristics'® or the reputation!’
of the product that must be essentially attributable to the ‘geographical conditions of the area,
locality, territory or country corresponding to such geographical indication’.!® Yet, despite the
apparent equivalence with the TRIPS definition of GlIs, the requirements of the IP Law are
more stringent in that the nature of ‘geographical conditions’ is further defined as including
both ‘natural and human factors’.!” As such, the Vietnamese definition of GIs gets closer to the
concept of terroir as encompassed in the French AOCs and European PDOs with the additional

mention of the reputation criterion (see Chapter 2).

The need to demonstrate a strong product/origin nexus that relies on both human and natural
factors is also reflected in the documentation required as part of the application process for a
sui generis protection. Applications must provide, in addition to the name or sign to be

120

protected as a GI?° and a map of the geographical area corresponding to the GI,?! a detailed

t.22 This document should

document describing the peculiar characteristics of the produc
include information on:

(1) the product and its characteristics (including raw materials and physical, chemical,
microbiological and perceptive characteristics), quality or reputation as linked to the
geographical origin;

(i1) the methods used for defining the geographical area and the evidence that the product
originates from this area;

(ii1) the local and stable methods of production and processing (i.e. human factors);

(iv) the link between the product and the natural conditions of the geographical area (i.e. natural

factors); and

(v) the self-control mechanism of the characteristics or quality of the product.

In practice, no sui generis GI has yet been granted on the ground of the reputation criterion

alone. In fact, even when the reputation of the product was described for some of the products,

16 According to Article 81.2, the quality or characteristics of a GI product are defined by one or several qualitative, quantitative or physical,
chemical, microbiological perceptible norms which shall be testable by technical means or experts with appropriate testing methods.

17 According to Article 81.1, the reputation shall be determined on the basis of the consumer trust.

18 IP Law, Article 79.2.

19 IP Law, Article 82.1. See Articles 82.2 and 82.3 for details on the natural factors and human factors respectively.

20 The name cannot be a generic name and it must not be identical with, or similar to, a mark having been protected if their use will cause
confusion as to the origin of the products. IP Law, Article 80.

21 IP Law, Article 106.1.

22 1P Law, Article 106.2.
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the application documents of the large majority of the GIs registered so far demonstrate that
the products’ quality and characteristics are linked to the geographical conditions of the area
of origin. For example, although the reputation and history of conical hats from Hué is
described at length in the application document, both the human factors and the natural factors
are also documented in detail. The application highlights the importance of the ‘traditional
stitching techniques and especially the skills of women’?® and specifies that ‘the colour of the
leaf [...] depends on the types of materials employed and on the processing techniques [...].
Leaves are different from each other depending on their location due to the variety of climatic
conditions. It is only in the valleys of the Rivers Pa and Thao that palm leaves used for making

conical hats are found’.**

In light of the above, it appears that the practice has long gone beyond the formal legal texts
by valuing the strongest possible link between the product and its geographical area of origin
through the implementation of the French terroir approach based on a combination of human
and natural factors. As Marie-Vivien suggests, the reason for the rigid interpretation of the

concept of terroir probably lies in the French influence.?

The fact that, in practice, criteria to be met for registering sui generis Gls are very high, might
partly explain the lower number of registered Gls (68 as per August 2018 including six from
foreign countries — see Annex 4) as compared with that of collective and certification trade
marks for local specialty products (respectively 765 and 181 as of October 2017).2° It may also
contribute to explain that the great majority of sui generis Gls are registered for raw materials
including fruits, vegetables, and materials used in processed products (about 80%).2” Although
human factors might be less easy to demonstrate for this type of product, the applications
generally focus on the harvesting, post-harvesting and preservation methods, as for star anise
from Lang Son.?® However, raw materials tend to have low economic value which may account

for the limited impact of GI protection on socio-economic development in Vietnam.? By

23 Document describing the characteristics of conical hats from Hué (GI application), 2.

24 ibid 16.

25 Marie-Vivien (n4) 10.

26 ibid 29. However, the author acknowledges that there is uncertainty about these figures.

27 B. Ptc Huan and others, ‘Rapport - Etude des modéles de gestion des indications géographiques du Vietnam’ (NOIP/AFD, 2017) 20.

28 Document describing the characteristics of star anise from Lang Son (GI application), 2.

29 B. Pick, D. Marie-Vivien and D. Bui Kim, ‘The Use of Geographical Indications in Vietnam: A Tool for Socio-Economic Development?’
in I. Calboli and W.L. Ng-Loy (eds.), Geographical Indications at the Crossroads of Trade, Development, and Culture: Focus on Asia-Pacific
(CUP, 2017) 305, 314-316.
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comparison, sui generis Gls for processed products and handicrafts respectively account for
about 15% and 5% of all registered Gls despite the economic and cultural importance of these

two types of products for the country.*

3.1.2 The convergence of trade marks and GIs

In Vietnam, collective and certification marks can be registered to indicate the geographical
origin of local specialty products. In a similar way as in French law, the IP Law provides that,
while a collective mark aims to distinguish goods or services of members of an organization
that is the owner of the mark from those of non-members,’! the functions of a certification
mark, of which the owner is independent from the users, are to certify the characteristics of a
product in relation inter alia to its origin, raw materials or methods of production.’? Unlike
French law but similar to EU trade mark law, the Vietnamese law allows for collective and
certification marks to be registered for descriptive geographical names as an exception to the
general distinctiveness requirement which, as a principle, excludes the use of descriptive names
(see Chapter 2).3® This exception means that collective and certification marks can be registered
for geographical names without having to be combined with figurative signs. However, in

practice, they are usually registered with a logo for marketing purposes.

30 Ptic Huan (n27).

31 IP Law, Article 4.17.

32 IP Law, Article 4.18.

33 IP Law, Article 74.2 dd).
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Picture 3.1

Logos of the Vietnamese collective and certification marks under study

Collective mark Collective mark Collective Certification mark
mark
Sticky rice from H’mong beef from P ottery frgm Vermicelli from Binh
Dong Trieu Cao Bang Dong Tricu Liéu

o ms
 ® Py
. o

BiNH LIEU

At first glance, the application documentation required in both France and Vietnam is similar.>*
In particular, applicants for a trade mark in Vietnam shall provide samples of the mark and
regulations governing its use. For a collective mark, regulations shall include:

(1) the conditions for membership;

(i1) the list of organisations and individuals who have the right to use the mark;

(ii1) the conditions of use of the mark; and

(iv) the remedies in case of infringement.>>

Regulations governing the use of a certification mark should be more detailed and describe:
(1) the conditions of use of the mark;

(i1) the product characteristics certified by the mark;

(ii1) the methods of evaluation of such characteristics; and

(iv) the methods for controlling the use of the mark.3

Consequently, as in France, regulations governing the use of trade marks do not have to

demonstrate the product/origin nexus. Yet, unlike in France, Vietnamese law requires

34 See WIPO ‘Technical and Procedural Aspects Relating to the Registration of Certification and Collective Marks’ 30 August 2010
(WIPO/Strad/INF/6) [39]-[55].

35 IP Law, Article 105.4.

36 IP Law, Article 105.5.
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additional application documents for the registration of trade marks indicating the geographical
origin of goods. These include an explanation of the particular characteristics and quality of
the product bearing the mark,>” a map of the geographical area corresponding to the
geographical name or the geographical origin of the local product,’® as well as a written
authorisation of the relevant People’s Committees for the registration of the mark.>® This last
requirement, which shows the importance given by the state to trade marks indicating the

geographical origin of local specialty products, will be studied in Section 3.2.3.

In practice, applications for trade mark protection go beyond the legal requirements and get
closer to the application documentation submitted for a sui generis GI protection. Indeed, in
addition to the minimum documentation required by the law, the application documentation of
the four trademarked products under study include a detailed description of the product
characteristics as well as a substantive document providing much detail on the technical
process of production (for sticky rice, pottery from Dong Triéu and vermicelli from Binh Liéu)
or breeding methods (for H’mong beef from Cao Bang). Besides, the application
documentation of all three collective marks provide information on the internal quality
management and control procedures which is legally required for certification marks only.
Looking more closely at the application documentation, it appears that for pottery from Pong
Triéu and vermicelli from Binh Liéu, both natural and human factors are specified and the link

to origin is demonstrated.

Applications for trade mark protection may thus be as detailed as for those submitted for sui
generis protection. For example, Marie-Vivien reports that the regulations of the certification
trade mark for the Shan Tuyet tea from Sudi Giang contain as many details on the
characteristics of the tea and the product/origin nexus as the CoP for the sui generis GI Shan
Tuyet tea from Moc Chau.*® This indicates that the concerned products could possibly have

been eligible for a sui generis GI protection.

37 Circular 1/2007/TT-BKHCN, Article 7.1(b)ii, as amended by Circular 05/2013/TT-BKHCN.
38 Circular 1/2007/TT-BKHCN, Article 7.1(b)iii, as amended by Circular 05/2013/TT-BKHCN.
39 Circular 1/2007/TT-BKHCN, Article 37.7, as amended by Circular 05/2013/TT-BKHCN.

40 Marie-Vivien (n4) 27.
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3.2 State-driven, top-down management system

This section first explores the importance of policy intervention in the identification of the
product candidates and the initiation of the processes for the registration of sui generis Gls and
geographical trade marks. It then turns to the analysis of the state’s direct control over sui
generis Gls before analysing the way in which the state involvement in trade mark initiatives

is more indirect though pervasive.

By contrast to France where the voluntary and collective action of local producers is
fundamental to initiate the registration process of sui generis Gls (see Chapter 2), in Vietnam
the identification of the product candidates for GI protection and the ensuing registration and
management of the IP titles are primarily the responsibility of the state through its institutions
at the central and local levels. Considering the strong state intervention in agricultural
matters,*! and the fact that the majority of local specialty products are agricultural products and
foodstuffs, the state’s driven, top-down approach to their identification and management is not
surprising. While the sui generis system best crystallizes the intervention of public authorities
in the registration and management processes, in practice trade marks are also characterized by
a strong mediation by public entities. Adding to the bureaucracy of the system, the high number
of laws, decrees, circulars and amendments adopted in this area is symptomatic of the state’s

over-regulation.

3.2.1 Policy intervention for the identification of GIs

In Vietnam, the identification of the product candidates for GI and trade mark protection is not
the responsibility of local stakeholders but that of the state. The important role of the state in
identifying potential GIs has been observed in other countries, especially among those that
have provided protection for GIs only recently. For instance, in India, the GI registry conducted
a nation-wide inventory of food and handicraft products for potential GI protection; in Brazil,

the National Institute of Intellectual Property supports the identification and subsequent

41 N.H. Bui and T.N. Duc, ‘Le développement de I’agriculture vietnamienne au cours des 15 derniéres années’ (2002) 3(2) VertigO — la revue

¢électronique en sciences de 1’environnement <https://journals.openedition.org/vertigo/3738> accessed 20/08/2018.
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registration of at least one GI in each federal state; and OAPI has identified five GI products

in West Africa for GI registration.*?

The role of the Vietnamese State in identifying Gls is clearly stated in the Governmental Decree
122/2010/ND-CP adopted on 31 December 2010, which provides that ‘[tlhe Ministry of
Agriculture and Rural Development and the Ministry of Industry and Trade shall assume the
prime responsibility for and coordinate with People's Committees of provinces or central-level
cities in identifying specialties, characteristics and production process of specialties bearing
geographical indications managed by ministries, agencies or localities’ whereas ‘[t]he Ministry
of Science and Technology shall specify criteria for identifying geographical names and other

signs indicating the geographical origins of products’.*

Support policies have been adopted to give operational effect to this policy commitment, even
since the enactment of the IP Law. The most important of these policies is the so-called
‘Programme 68’ which was adopted by the Prime Minister following Decision 68/2005/QD-
TTg of 4 April 2005 to support the development of IP assets of small and medium enterprises.
As part of this national programme, financial assistance is provided to identify, manage and
enhance the value of local products through their protection by collective/certification trade
marks or sui generis Gls — both for the registration and post-registration management of the IP
titles.** Following the end of the first (2005-2010) and second (2011-2015) phases of this

programme, its third phase is now running until 2020.%°

The procedure of Programme 68 mainly involves state authorities. The Steering Committee of
the programme, which operates under the authority of the MOST and includes representatives
of a number of Ministries*® but no producers or other field professionals, first collects and
reviews proposals for product protection from local authorities (local Departments of Science

and Technology (DOST), Universities, Research Institutes etc.), before submitting a list of

42 Marie-Vivien and Biénabe (n8) 5.

43 Decree 122/2010/ND-CP, Article 1.2.

44 Decision 68/2005/QD-TTg, Article 1.2b).

45 Decision 1062/QD-TTg of 14th June 2016.

46 These include representatives of the Ministry of Finance, the Ministry of Culture and Information, the Ministry of Industry, the Ministry
of Agriculture and Rural Development, the Ministry of Fisheries, the Ministry of Health, the Ministry of Commerce, the Ministry of Education
and Training and the Ministry of Justice. Decision 68/2005/QD-TTg, Article 2.2.
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products to be supported by the programme for approval by the MOST.*’ Consequently,
farmers, producers and other local stakeholders cannot directly apply for support. Once the
products have been selected, a technical expert is selected following an open call for
proposals®® to lead the project under the supervision of local authorities. The expert may come
from an I[P Law firm, such as Concetti, or an agricultural research institute, such as CASRAD
or the Institute of Policy and Strategy for Agriculture and Rural Development (IPSRAD),
which both operate under the authority of the MARD.

Whereas the project leader is contracted and paid by local authorities —usually the local DOST,
the local Department of Agriculture and Development (DARD) or the People’s Committee —
funding is provided by the MOST and administered by the NOIP. On average, funding ranges
from about US$28,000 for a project involving a collective mark, to US$33,000 for a project
involving a certification mark, to US$45,000 for a sui generis G1.*° The tasks of the project
leader, in collaboration with local authorities, generally include, depending on whether the
project focuses on the pre- or post-registration stage, the establishment of an association of
producers, processors and/or traders; the elaboration of the documents required for the
registration of the IP title; training of farmers/producers in production technics; the
organization of the supply chain; awareness and communication activities, among others. It is
usually not until the implementation phase of the projects that local stakeholders become
involved in the initiatives. Generally speaking, the Programme 68 has played a pivotal role in
the registration and management of GIs in Vietnam, funding for about 70% of all sui generis

GIs registered so far as well as a large number of geographical trade marks.>°

In addition to the centrally-managed Programme 68, the MARD has also provided support for
the registration of about 20% of all existing sui generis GIs.”! Besides, a number of local
programmes funded at the Province or District levels also aim to support the development of

sui generis Gls and geographical trade marks. For instance, Quang Ninh Province has

47 Circular 03/2011/TT-BKHCN of 20/04/2011 providing guidelines for the selection and project management under the support programme
for IP development in 2011-2015, Article 6 (hereafter, Circular 03/2011/TT-BKHCN).

48 Circular 03/2011/TT-BKHCN, Article 13.

49 ibid.

50 Marie-Vivien (n4) 8.

51 C. Durand, ‘L’émergence des indications géographiques dans les processus de qualification territoriale des produits agroalimentaires - Une
analyse comparée entre I’Indonésie et le Vietnam’ (PhD Thesis, Institut national d'études supérieures agronomiques de Montpellier - SupAgro

Montpellier, 2016) 292.
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established a ‘Brand development programme for agricultural products’ by Decision PPC
273/QD-UBND of 13 February 2012. Under this programme that is managed by the local
DOST, projects are supported up to 80% by the Province and less than 30% by the relevant
District>? and are led by a project leader recruited from an established agricultural research
centre or an [P Law firm. So far, under this programme, provincial representatives of the DOST
and the DARD have selected 27 products for protection,>® including four sui generis Gls, 16
certification marks and seven collective marks,’* out of over 80 products proposed by District
authorities for support.>> Although these figures show a positive trend in GI protection, they

also indicate that a great number of products were ultimately not supported for protection.

Finally, policy intervention for the registration and management of GIs and geographical trade
marks is shown in the number of international cooperation projects funded by external sources,
including the European Commission®® and UN agencies such as the IFAD and the FAO, as
well as bilateral donors including France, Switzerland, Luxembourg, Canada and the UK.
These projects either focus on the registration and management of the IP title or aim to develop
the product quality control system, the value chain and the producers’ skills. For instance,
under the SVIP mentioned earlier, over 12 sui generis Gls were registered, including star anise
from Lang Son.5” France also supported the registration of Phi Qudc fish sauce and the Moc
Chau shan tea as AOs. To take a last example, in 2015, the French Development Agency agreed
on a three-year project to support the creation of a national GI committee and the development
of a new methodology for the elaboration of CoPs, including through the strengthening of
producers’ associations and the creation of a quality control system.>® The registration of all

the Vietnamese GI under study has received financial support (Table 3.1).

52 Programme attached to Decision PPC 273/QD-UBND, Section III, Article 2.

53 A total of 24 products were selected in the initial list to which three additional products were added by Decision 797/QD-UBND of
11/04/2012.

54 For further detail, see Programme attached to Decision PPC 273/QD-UBND, Section II, Article 2.1, and Appendix of Decision 797/QDb-
UBND.

55 Interview V-HI1.

56 In particular through the EU-MUTRAP project (European Trade Policy and Investment Support Project) and the EU-ASEAN Project on
the Protection of Intellectual Property Rights (ECAP project) which supported the registration of the Phu Qudc fish sauce in the EU.

57 See the description of the project here:

<https://www.ige.ch/fileadmin/user upload/recht/entwicklungszusammenarbeit/factsheet vietnam_a4all.pdf> accessed 20/08/2018.

58 See information on the MALICA website here: <https://www.malica.org/projects/on-going/geographical-indications> accessed

20/08/2018; See also the AFD website <https://www.afd.fr/fr/soutenir-le-developpement-des-indications-geographiques-protegees-au-

vietnam-programme-prcc> accessed 26/07/2018.
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Table 3.1

Funding sources of the GIs under study

Programme ngng External sources
Product 68 Ninh . '
programme | Multilateral Bilateral
Sticky rice from Pong Triéu Yes
H’mong beef from Cao Bang IFAD Luxem[‘t}(l)élrg and

Pottery from Dong Triéu Yes

Vermicelli from Binh Liéu Yes

Star anise from Lang Son Yes EU-MUTRAP

Fried calamari from Ha Long Yes

Conical hat from Hué Yes

In Vietnam, the establishment and management of GI initiatives, which relies upon the

collective action of producers in France, is thus largely based on an interventionist approach

by state authorities or other countries and organisations whose conception of GIs is likely to

influence the Vietnamese understanding and practices. While public intervention signals the

increasing importance attached to GIs and should be welcome to promote their use in a country

where this concept is still new, this approach also comes with its own pitfalls. First, the fact

that GI projects are driven by outside actors proves problematic for local stakeholders to

understand the concept of GIs, take ownership and participate willingly in the initiatives.>

Further, the appropriation of the description of the local products by agricultural or legal

experts under the supervision of public authorities in a country where agricultural

59 Pirc Huin and others (n27) 56.
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modernization is a policy priority,® may contribute to negatively impact on the maintenance

of traditional techniques and preservation of local breeds and varieties (see Chapters 4 and 6).°!

3.2.2 The state’s direct control over sui generis GlIs

The Vietnamese system for the sui generis protection of Gls establishes a division of rights
among: 1) the right to own; ii) the right to register, which involves the right to decide on the
content of the CoP; iii) the right to manage; and iv) the right to use. Finally, the IP Law has

also planned the prohibited use of the registered names.

3.2.2.1 The right to own

According to Article 751.4 of the Civil Code and Article 121.4 of the IP Law, the owner of all
GIs is the state who cannot transfer this ownership®? because Gls are considered as ‘valuable
properties of the nation’.%* By contrast, in France, sui generis Gls are considered as common
goods that cannot be appropriated (see Chapter 2). Interestingly, a proposal to amend the IP
Law and provide for different ownership rules and greater role of local stakeholders is currently

being discussed.®

3.2.2.2 The right to register

The right to register sui generis Gls with NOIP belongs to the state who can allow
organisations/individuals involved in the production of the product, their representative
collective organizations, or the administrative authorities of the locality to which the product

pertains, to exercise this right.®

60 R. De Koninck, ‘Les agricultures du Sud-Est asiatique: interrogations sur ’avenir d’un nouveau modele de développement’ (2004) 4
L’Espace géographique 301; ESCAP, ‘Sustainable agriculture and food security in Asia and the pacific, economic and social commission for
Asia and the Pacific’ (United Nations, ESCAP, 2009).

61 C. Durand and S. Fournier, ‘Can Geographical Indications Modernize Indonesian and Vietnamese Agriculture? Analyzing the Role of
National and Local Governments and Producers’ Strategies’ (2017) 98 World Development 93.

62 Civil Code, Article 753.3.

63 NOIP, ‘Geographical indications, Overview’ (n11).

64 Marie-Vivien (n4) 30.

65 IP Law, Article 88.
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In practice, the registration of Gls is always processed by local authorities, i.e. the People’s
Committees of the Provinces, Districts or cities to which the product pertains depending on
whether the geographical name to be protected refers to the name of a Province, a District or a
city.%® Even if permitted by the IP Law, no GI has been registered by producers or collective
organizations to date.®’ In fact, the Decree 103/2006/ND-CP of 22/09/2006 specifies that the
MARD, the Ministry of Fisheries and the Ministry of Industry are primarily responsible to
determine, in collaboration with the relevant People’s Committees, the characteristics and
methods of production of the GI products.®® Going further, the Decree 122/2010/ND-CP of
31/12/2010 states that the relevant People’s Committees shall file the applications for the
registration of sui generis GIs,% thereby excluding outright local stakeholders from the process.
As seen above, public authorities generally recruit a technical expert to lead the elaboration of
the CoP and proceed with the registration of the GI under their supervision. As there is no

standard application form, there is a great diversity in their format.

Sui generis Gls are registered for an unlimited period,’® unless the geographical conditions
attributable to the reputation, quality or characteristics change. In that case, the registration

may be cancelled.”!
3.2.2.3 The right to manage

The ownership of all GIs provides the state with the right to manage Gls,’?> which includes the
right to grant licenses to use GIs.”® The right to manage can be transferred to the People’s
Committee(s) of the Province(s) or city(ies) to which the GI pertains.’ It can also be transferred
to a representative organisation of all collectives and individuals conferred with the right to use
the GI,’° as authorized by the People’s Committees of the Province or city to which the GI

pertains.’® Although the representative organisation of producers is listed among the holders of

66 Pick and others (n29) 317.

67 ibid.

68 Decree 103/2006/ND-CP, Article 19.3.
69 Decree 122/2010/ND-CP, Article 1.2.

70 IP Law, Article 93.7.

71 IP Law, Article 95.1(g).

72 IP Law, Article 121.4.

73 IP Law, Article 123.2(a).

74 Decree 103/2006/ND-CP, Articles 3.2(h) and 19.1(a) and (b).
75 IP Law, Article 121.4.

76 Decree 103/2006/ND-CP, Article 19.1(c).
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the right to manage by Article 19.1(c) of Decree 103/2006/ND-CP, the same article also states
that ‘the People’s Committees of provinces and cities under central authority shall [...]
organise the management of geographical indications used for the localities’ specialties’. In
practice, the DOST and District People’s Committees manage about 70% and 28% of existing
sui generis GIs, respectively.”’ The initiative of conical hats from Hué is the only case where
the producers’ association has the right to manage the GI. However, the state is still involved
in the management of this initiative considering that the President of the association is also the
President of the Provincial Women’s Union which, as a party-State affiliated organisation (so-
called ‘mass organisation’), is largely funded and controlled by the CPV. In all other initiatives
where a collective organisation has been created, i.e. for about half of the sui generis Gls

registered so far,’® the producers’ association does not intervene in the management of the GI.

In investigating the existing GI initiatives, Dirc Huan found that four types of documents could
be promulgated to organise their management:”

(1) regulations for the management and use of the GI;

(2) regulations for granting, modifying, renewing and withdrawing the right to use the GI;

(3) manual on technical production, processing and storage aspects; and

(4) control regulations, based on the French three-stage control system, including self-
monitoring by the operators; internal controls by the managing organisation or the producers’

association; and external controls by a public authority.®°

However, these regulations are not legally required and they are characterized by their
complexity, diversity and lack of homogeneity across the initiatives. Some initiatives
promulgated one or two of these regulations only, whereas no management regulation has been

adopted for about 17% of all sui generis GIs.%!

77 Marie-Vivien (n4) 17.

78 Durand (n51) 291.

79 For more details on these regulations, see Dirc Huin and others (n27) 31-44.
80 ibid 38.

81 ibid 28.
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3.2.2.4 The right to use

The right to use the GI can be granted for an indefinite period®? to organisations or individuals
located in the relevant area and involved in the production and marketing of the GI product.®®
Unlike in France, membership of the producers’ association is not a legal requirement,
especially as there is no obligation under the Vietnamese law for local stakeholders to organise
themselves within one single association. The only exception is found in the Ha Long fried
calamari initiative where the membership of the association, as well as a working experience
of three years in the production and sale of calamari, are additional conditions for being granted

the right to use the GI.34

Local stakeholders must apply individually to the management organisation to obtain the right
to use the GI. This right is not transferrable.® It is the only right that can be granted to local
stakeholders who are not associated with the registration procedure nor the management
system. Other emerging and developing countries have adopted a similar system. For instance,
in India, where the GI registration process is led by public authorities, producers join in the GI
process only after they have applied for the right to use the GI. This has resulted in a low

number of registered users.%

In practice, there is a significant heterogeneity across Vietnamese initiatives with regard to the
right to use. According to Dtrc Hudn, the right to use the GI has been granted in 57% of the
initiatives for which management regulations have been adopted,’” yet with great differences.
For instance, 66 producers (out of 93)% and 24 producers (100% of all producer members of

the association) have the right to use the names of Phii Qudc fish sauce®® and fried calamari

82 Decree 63/CP of 24 October 1996 as amended by Decree 06/2001/ND-CP, Articles 9 and 10.

83 IP Law, Article 121.4.

84 Regulations on the management and use of the GI for fried calamari from Ha Long, Article 9.7.

85 IP Law, Article 139.2.

86 C. Bramley, D. Marie-Vivien and E. Biénabe, ‘Considerations in designing an appropriate legal framework for Gls in southern countries’
in C. Bramley, E. Biénabe and J.F. Kirsten (eds.) Developing geographical indications in the South : The Southern African experience
(Springer, 2013) 15, 47.

87 Pirc Huin and others (n27) 55.

88 T. Nguyen, G. Hoang and K. Nguyen, ‘Geographical Indications and Quality Promotion of Agricultural Products in Vietnam: An
Analysis of Government Roles’ (2016) SECO/WTI Academic Cooperation Project Working Paper Series 15/2016,

15 <http://seco.wti.org/media/filer_public/10/45/10458906-339d-4e76-830d-dea921307f10/working_paper no 15 2016 _nguyen.pdf>
accessed 03/09/2018.

89 Pick and others (n29) 317.
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from Ha Long,” respectively. By contrast, only two producers of Cao Phang orange,’! two
companies processing star anise from Lang Son,”? and nine companies producing Buon Ma
Thuot coffee®? are entitled to use the label. Amongst the initiatives where no producer has the
right to use the GI are fragrant rice from Nang Nhen Bay Nai and Van Yén cinnamon.”* In
2016, no-one was granted the right to use the GI for conical hats from Hué% and the current

situation is unclear.

In practice, the actual use of GI labels is still very low. In addition to other reasons that will be
analysed in Chapter 6, the fact that GI projects are driven by outside actors and that local
stakeholders get involved in the initiatives only after the GI is registered makes it difficult for
local producers to understand the GI concept, take ownership and participate willingly in the

Initiatives.

3.2.2.5 The prohibited uses

The IP Law prohibits the use of the denominations on products from the geographical area that
do not have the same characteristics and do not meet the quality criteria of the GI product; on
similar products when such use is likely to misappropriate or weaken the reputation of the
name; and on products not originating from the geographical area and misleading consumers
as to the true origin of the product.”® An action for infringement can be brought by the state,
the managing organisation as well as the organisations and individuals who have the right to
use the GL.”7 The law therefore makes a distinction between two types of infringements. For
products originating from the Gl-protected area, the scope of protection extends to the
characteristics and quality of the product beyond cases of misuses. For products not originating
from the Gl-protected area, the holder of the infringed indication bears the demanding burden

of establishing consumers’ confusion.

90 Interview V-C14.

91 C. Alexandre, ‘Impacts et perspectives de développement de I’indication géographique Orange de Cao Phong’ (Master’s thesis, Spécialité
MOQUAS, IRC de spécialité, Montpellier SupAgro, 2017) 58.

92 Interview V-G8.

93 Durand and Fournier (n61) 6.

94 Pirc Huén and others (n27) 55.
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96 IP Law, Article 129.3.

97 IP Law, Article 125.1.
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The law protects only the name or sign that constitutes the GI itself, i.e. not the combination of
the name or sign with the type of product and even less so the associated logo. For instance,
only ‘Lang Son’ is protected and not ‘star anise from Lang Son’. In practice, all GI applications
include the combination of the name or sign and the type of product as well as the associated

logo. In effect, there is no official state logo for GIs as yet and each GI has a specific logo.”®

Picture 3.2

Logos of the Vietnamese sui generis Gls under study

Fried calamari from Ha Conical hat from
Long Hué

Star anise from Lang Son

NON HLE

3.2.3 The state’s indirect control over trade marks

In theory, the registration process and management of trade marks which are of private nature
should provide a larger space to local stakeholders and entail less involvement from the state
as compared with sui generis Gls. However, both the law and the practice have gradually
provided public authorities with an important role in the registration and management of

collective and certification marks indicating the geographical origin of local products.

3.2.3.1 The right to register

According to the IP Law, collective marks indicating the geographical origin of goods can be

registered by the collective of organisations or individuals engaged in the production or

98 IP Law, Article 106-1(a).
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marketing of goods or services in the relevant locality,” i.e. the association of producers and
traders. Consequently, in order to proceed with the registration of a collective mark, local
operators must group together within an association, which is not required for sui generis Gls
and certification marks. Turning to certification marks, these can be registered by organizations
able to control and certify the quality, characteristics and/or origin of goods or services
provided that such organisations are not engaged in the production or marketing of such goods

or services. %0

The text of the IP Law does not give any formal role to the state or public authorities in the
application process for trade mark protection. However, the Law 36/2009/QH12 of 19/06/2009
has specified that when collective and certification trade marks indicate the geographical origin
of local specialties of Vietnam, their registration must be permitted by competent state
agencies.!”! The Decree 122/2010/ND-CP has subsequently posited that the relevant People’s
Committees shall authorise the registration of collective or certification trade marks that
indicate the geographical origin of local specialties.!”? Going further, the Circular 05/2013/TT-
BKHCN of 20/02/2013 states that the People’s Committees’ authorisations must be made in
writing!®® and that written approvals must be submitted as part of the minimum application
documentation.!® Consequently, although the involvement of state authorities in the
registration process of geographical trade marks had not initially been planned by the law, the
specificities and importance of local specialty products for the country subsequently justified

the necessity to obtain the approval of the relevant local public authorities for their registration.

Regarding more specifically certification marks that should be registered by organizations able
to control and certify the quality, characteristics and/or origin of goods, the lack of independent
certification agencies in practice has led state agencies to take over the registration process.
Consequently, the great majority of certification marks have been registered by the People’s
Committee of the Province or the District to which the product pertains, which raises issues as

to the efficiency of the product control process (see Section 3.3.2).

99 IP Law, Articles 87.3.

100 IP Law, Articles 87.4.

101 Law 36/2009/QH12, Article 13, amending IP Law, Articles 87.3 and 87.4.
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Unlike sui generis Gls that are protected for an unlimited period, trade marks are registered for
a period of 10 years that may be renewed indefinitely.!*> The IP titles may be revoked in the
absence of genuine use during 5 years or where compliance with the regulations in not

ensured.! %

3.2.3.2 The right to own

According to the IP Law, the collective or organisation who applied for the registration of a
trade mark becomes its owner.!%” The owners of collective marks are therefore the associations
of producers and/or traders who proceeded with their registration while the great majority of

certification marks are owned by a state institution.

3.2.3.3 The right to manage

As the IP Law is silent on the management of collective and certification marks, it logically
follows that these are managed by the owners of the IP titles. As such, collective marks are
managed by the associations of producers and/or traders whereas the great majority of
certification marks are managed by the public authorities who own them. The managing
organisations are responsible for granting licenses to use the marks to individual applicants.!%®
For instance, in the case of vermicelli from Binh Liéu, the owner of the certification mark is
the District People’s Committee, who has delegated the management of the certification mark
to the Department of Economics and Infrastructure who grants the right to use the mark to
individual applicants.!” In the case of collective marks, the designation of the associations as
the managing organisations should, at least in theory, contribute to empower local producers
and traders. However, as will be shown in Chapter 4, producers’ associations are, to a large

extent, subject to the control of state authorities.

105 IP Law, Article 93.6.

106 IP Law, Article 95.1.

107 IP Law, Article 121.1.

108 See, for instance, the Charter of the association ‘Production and commercialisation of pottery from Déng Triéu’, Section II paragraph 1:
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certificates’.

109 Regulations on the management and use of the certification mark ‘vermicelli from Binh Liéu’ Article 11: ‘The Department of Economics
and Infrastructure of the District of Binh Liéu is the Management Board of the certification mark who grants the right to use the certification

mark’.
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3.2.3.4 The right to use

There is no specific legal provision on the right to use collective and certification marks.
Guidelines published by the NOIP laconically specify that the right to use trade marks can be
granted to any organisation and individual satisfying the users’ regulations.!!® In practice, as

with sui generis Gls, there is a very limited use of trade marks (see Chapter 6).

3.2.3.5 The prohibited uses

Trade mark protection is ensured against any reproduction or imitation of the mark on identical
or similar products when such use is likely to cause confusion as to the origin of the goods as
well as, for well-known marks, on different products when the use of the sign is likely to
mislead consumers as per the origin of the goods or the identity of the owner of the well-known
mark.!'! As for sui generis Gls, the owner of the trade mark, the managing organisation and
the holders of the right to use the trade mark, are all entitled to bring an action for

infringement.!!?

3.3 Limitations of the system

Despite the positive dynamic in the registration of GIs in Vietnam in the past twenty years, the
Vietnamese legal and policy framework presents a number of organisational and institutional
limitations. These can be explained by the relative youth of the IP system. Besides, the top-
down organization of the system has resulted in bureaucratic procedures and constraints
embedded in the local environments in which GI initiatives develop. Three main constraints
are commonly encountered in Vietnam. First, the choice of a means of protection may be
arbitrary and inconsistent with the legal definition of the sui generis GI and trade marks.
Second, it is widely recognised that quality controls are inefficient and ineffective. Third, the

poor quality of institutions arguably undermines the smooth operation of the initiatives.

110 For collective marks, see NOIP, ‘Guide a la construction du projet “Etablissement, Gestion et Développement des marques collectives
utilisées pour les spécialités locales”” (NOIP, 2009) 5; for certification marks, see ‘Guide a la construction du projet “Etablissement, Gestion
et Développement des marques de certification utilisées pour les spécialités locales’ (NOIP, 2009) 5.

111 IP Law, Article 129.1.

112 IP Law, Article 125.1.

102



3.3.1 Arbitrariness in the choice of the means of protection

Although it is not always the case, the choice of a means of protection may appear arbitrary
due to the existence of a system of quotas under Programme 68. The low awareness and
understanding of the differences between the different systems of protection among state

authorities and local stakeholders further contributes to uninformed decisions.

According to the quota policy of Programme 68, which supports the majority of GI projects,
the project leader in charge of the registration process can be in charge of a maximum of three
projects, of which no more than two can be of the same kind.!!® For instance, if two projects
aim to register a sui generis GI, a third one must necessarily involve a trade mark. This rule,
which drives the choice of the means of protection based on political motivations rather than
legal grounds, aims to contribute to an even distribution of collective marks, certification marks
and sui generis Gls in each region,''* sometimes regardless of the appropriateness of the means
of protection in relation to the characteristics of the product. For example, Shan tuyét tea from
Subi Giang meets the sui generis GI requirements, and in particular shows a strong
product/origin link including both natural and human factors, in the same way as Shan tuyét
tea from Mdc Chau that is registered as a sui generis GI. However, local authorities decided to
protect it with a certification mark because a sui generis GI was already registered in the same
Province as cinnamon from Van Yén — both products being supported by Programme 68.!13
The choice of a means of protection therefore appears arbitrary and inconsistent with the legal

definitions of sui generis Gls and trade marks.

Generally speaking, there is a lack of awareness and understanding of the differences between
the sui generis and trade mark systems among state authorities and local stakeholders. When
asked the reasons for selecting the chosen means of protection for the initiatives that fall under
their authority, local authorities often could not answer the question and reported having left
this choice to the consultants in charge of the projects.!!¢ As for local stakeholders, the fact that
they are not acquainted with the different IP titles is not surprising considering that they usually

become involved in the initiatives once the IP title is registered only. The involvement of state

113 Circular 03/2011/TT-BKHCN, Article 2.
114 Interview V-C1.

115 Pick and others (n29) 328-329.

116 Interviews V-D2 and V-HI1.
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authorities in the registration of both sui generis Gls and geographical trade marks may also
lead to confusion about their different function and meaning. For example, when asked the
reason for protecting pottery from Dong Triéu with a collective mark, the leader of a pottery
village replied that ‘because it is approved by DOST, the trade mark guarantees a specific
quality and high standards and can therefore build customers’ trust.”!!7 Such statement could
well be made about a sui generis GI, for which the state traditionally plays an important role
in guaranteeing the product quality and characteristics. Finally, the lack of one official state
logo for all sui generis Gls also contributes to the lack of understanding of the specificities of
the sui generis protection. This is especially true considering that both sui generis Gls and trade
marks are usually registered with a logo, which makes it uneasy for local stakeholders and

consumers to distinguish a sui generis GI logo from a trade mark logo.

At the international policy level, the arbitrariness of the choice of the means of protection may
lead to questions as to the appropriateness of the EU’s preferential policy for Vietnamese sui
generis Gls over trade marks as reflected in the EU-Vietnam FTA as finalised in June 2018.!1%
According to the FTA, only sui generis Gls are legally protected in the EU but none of the
geographical trade marks!!® despite the fact that some trade marks fulfill the requirements for

a sui generis protection.

3.3.2 Lack of transparent and efficient quality controls

While the establishment of quality control mechanisms based upon the CoP is a prerequisite
for the recognition of the titles in France (see Chapter 2), GI applications in Vietnam must only
include information on self-control mechanisms.!?° Consequently, the law does not require the

elaboration of internal and external control plans. This significant legal loophole contributes to

117 Interview V-B4.
118 European Commission, ‘EU and Vietnam finalise trade and investment discussions’ (Press release, 26/06/2018)

<http://trade.ec.curopa.cu/doclib/press/index.cfm?id=1875> accessed 20/08/2018.

119 EU-Vietnam Free Trade Agreement: Agreed text as of January 2016 <http:/trade.ec.curopa.eu/doclib/press/index.cfm?id=1437>
accessed 20/08/2018. Chapter 12 ‘Intellectual Property’ of the FTA is available here:
<http://trade.ec.curopa.cu/doclib/docs/2016/february/tradoc_154223.%20institutional%20-%20G1s%206.5a3%206.1 1wg%20rev2%20-
%20for%?20publication.pdf> accessed 20/08/2018>. The list of the 39 protected GIs from Vietnam in Annex GI-I Part B of the FTA.
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ineffective and inexistent quality controls and lack of consistency between internal and external

controls,?!

which challenges the process of building consumer trust. The lack of efficient
quality controls has also been reported in many other emerging and developing countries, for

instance in India and in OAPI countries.!??

Unlike in France, where the ODGs can choose the certification body in charge of the external
quality controls, in Vietnam the law provides for a state management of external quality
controls. According to Decision 27/2014/QD-TTg of the MOST, it is the Directorate for
Standards, Metrology and Quality (STAMEQ), a governmental agency under the authority of
the MOST,'?} that has overall responsibility:

(1) to carry out the external quality controls of the products that fall within the scope of
MOST;!2*

(i1) to coordinate with other authorities to carry out the inspection and examination of the
quality of products and goods that fall within the scope of other ministries;!?* and

(iii) to manage the labels.!?¢

In practice, the local Departments of STAMEQ at the Province and District levels oversee the
external quality controls of all types of products protected with a GI. Considering that most
GIs relate to agricultural products and foodstuffs and that STAMEQ staff are not agricultural
experts, there is doubt on their technical capacity to perform the control agencies role
efficiently.!?” In practice, local Departments of STAMEQ usually collaborate with other state
agencies, such as the DARD,!?8 local authorities of the Ministry of Industry and Trade!?® and
of the Ministry of Health.!*® Regarding internal controls, the producers’ associations (when

established) or managing organisations are the competent authorities.
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105



In practice, since their elaboration is not legally required, there is no control plan and hence no
technical standards and quality criteria upon which state authorities in charge of the external
quality controls, or associations and managing organisations responsible for internal controls,
can base their controls. The only exception is found for the Phii Qudc fish sauce that is subject
to a detailed control plan.!3! For all other GI initiatives, this legal vacuum leads to inconsistent,
inefficient, non-transparent or even non-existent external quality controls. According to Puc
Huén, about 85% of the authorities in charge of the external controls and 75% of the collective

organisations in charge of the internal control do not perform well.!3?

Quality controls were reported to be an issue in all the initiatives under study. For instance,
some producers of fried calamari from Ha Long use more flour and less calamari than
prescribed by the CoP,'33 and several rice farmers in Dong Triéu allegedly mix sticky rice with
normal rice that is easier and less costly to grow,!** without subsequent adequate controls from

the authorities.

If fraudulent practices primarily aim to reduce production costs, they may also stem from a
disagreement with the requirements of the CoP, such as in the case of conical hats from Hué,
or a misunderstanding as per the meaning and function of a GI, as with star anise from Lang
Son. In the first case, according to the CoP, only conical hats made of coconut-palm leaf with
three stitches per 1cm knitted down from the top brim to the 15th brim, can be sold with the
Gl label,!* thereby excluding other categories of hats made of a lower quality leaf and allowing
more space between stitches. However, the producers’ association, i.e. the managing
organisation, sells all types of conical hats with the GI label because it actively supports its use
on all categories of hats.!*® These practices allegedly led to tensions with the local DOST,?’
showing a conflict between the organisation who registered the GI and drafted the CoP (DOST)

and the organisation who manages it (the producers’ organisation).

131 Birc Huan and others (n27) 42.
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In the second case, one of the two companies entitled to use the GI was found to affix the logo
not only on the packaging of star anise products, but also on that of cinnamon products. This
practice was justified by the manager of the company on the basis that ‘the GI logo enables
[their] consumers to identify that the products are sold by [his] company’.!*® In using the GI
label to identify the commercial origin of its products, whether they be cinnamon or star anise
products, as if the GI were its private trade or commercial name, this company shows a lack of
misunderstanding of the very meaning and function of a GI. The staff of STAMEQ in charge
of the quality control of star anise from Lang Son admitted not having inspected the shops
where the Gl-labelled star anise is sold.!** These case studies illustrate the inefficiency or

inexistence of the quality control systems.

Picture 3.3

The use of the GI logo ‘Lang Son’ for star anise on the cinnamon product

Broadly speaking, the associations and authorities in charge of quality controls lack the
necessary equipment, funding, staff and technical expertise,'#? while the effects of combination
of functions also emerge as an important issue.'*! Further, the lack of technical standards and
quality criteria upon which to base quality controls greatly contributes to the inconsistency of
the control systems. Consequently, while the pre-registration phase of the IP titles appears to

be well circumscribed by the law although it generates criticism for disregarding the role of

138 Interview V-G4.
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140 Interviews V-C13 and V-G3.
141 Dirc HuAn and others (n27) 44.
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producers, the post-registration stage appears much weaker and not adequately organised at
both the regulatory and practical levels. The silence of the IP Law as regards internal and
external quality controls tends to suggest that the registration system was established before
the practical organisation of the quality controls was even thought of, although they are

generally considered to be at the core of an efficient GI system.

3.3.3 Institutional quality and non-transparent practices

Considering the Vietnamese state-driven, top-down approach to Gls, the role and conduct of
public authorities is critical to the success of GI initiatives. However, the over-involvement of
the state in the GI protection system is considered as a serious impediment to the smooth
operation of the initiatives as it brings along bureaucratic and complex institutional procedures

while creating opportunities for non-transparent practices at both the central and local levels.

Poor institutional quality and non-transparent practices are first observed at the central level.
According to an interviewee,'#? the substantive examination procedures carried out during the
application phase by NOIP officers last about eighteen months in practice while, according to
the law, they should last no more than nine months in the case of trade marks and six months
in the case of sui generis Gls from the date of publication of the application.!** The length of
the European procedure for the scrutiny of the applications has also been criticised (see Chapter
2). In Vietnam, the reasons for long examination procedures generally lie in the bureaucracy
and non-transparent practices on the part of public officials of NOIP. In particular, while the
examination fees are fixed (around US$100),'** the NOIP officers were reported to drag the
process out and unofficially increase the fees. In the words of the Director of an IP Law firm,
‘the NOIP is a state agency that operates on a receiving-and-granting principle. Its officers take
the right to manage the procedure the way they want. The only thing we can do is to pay them
what they ask for and wait for their reaction.’!*> The procedure to receive funding from the
NOIP under Programme 68 also appears to be bureaucratic, non-transparent and time-

consuming. For instance, it took three years after the registration of the certification mark for

142 Interview V-HS.

143 IP Law, Article 119.

144 Circular 22/2009/TT-BTC of 4/02/2009 on the rates, collection, remittance, management and use of industrial property fees and charges,
Appendix.

145 Interview V-HS5.

108



Cat Hai fish sauce for the project leader to receive funding for the implementation of the

project.'46

There is also evidence of such practices at the Province and District levels. Some stakeholders
reported that consultants had to ‘give envelopes’ to local authorities so as to receive funding
from the regional programme,'#” with the amount of each envelope varying between US$25
and US$50. This is a significant sum in a country where the average monthly wage is about
US$150 in the two largest cities and even lower in smaller towns and villages.!*® These
practices lead to a vicious situation in which project leaders provide rent to individual public
officials for their own personal gain in order to receive public funding for the continuation of
the job they were recruited for. All these accounts illustrate the low institutional quality and

the opacity of the system of accountability, reporting and allocation of public resources.

These practices also affect local producers, farmers and other stakeholders, especially when
local authorities exercise their direct authority, i.e. during the controls of the products. The high
number of state agencies involved in external quality controls with unclear, undefined or
redundant functions and responsibilities, combined with the lack of a legal requirement to
elaborate control plans, poses problems of transparency, efficiency and coordination. In one
initiative, some producers reported they were inspected more than ten times a year by state
delegations soliciting ‘envelopes’ that altogether can amount up to about US$500/year.'* As
explained by a trader, ‘when they open the envelope, they would still say that it is not enough
to share among members of the delegation, so they usually ask for more. I cannot refuse to pay
them because they can pretend to find any negligence in my shop if they want to. I could even
be forced to close the shop, so I have to pay and run my business as usual. These practices are
like a law’.!>? Finally, these practices may also occur in more uncertain situations. For example,
in another initiative, District authorities appear to regularly seize packages of the labelled goods
without paying the price to producers so as to give them as presents to higher ranking civil

servants.!d!
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148 ibid.
149 Interviewees requested absolute anonymity.

150 Interviewee requested absolute anonymity.

151 ibid.

109



As evidenced by the case studies, non-transparent practices are an endemic problem in Vietnam
that not only undermines the smooth functioning of the initiatives but more generally erodes
the rule of law and weakens citizens’ trust in both the central and local state institutions. These
practices are embedded in the institutional environments in which the initiatives take place,
which may ‘entrench the powers of local elites, or subject communities to greater state

surveillance’.1%2

Conclusion

The purpose of this chapter was to provide an overview of the Vietnamese legal framework for
the protection of GlIs, including the sui generis and the trade mark systems. In contrast to the
pivotal role of the producers’ collective action provided by the law in France, Vietnam has
adopted a state-driven approach to Gls. From this perspective, these two countries illustrate
some of the different roles that the state can play in the identification, support and legal

protection of GIs.!>

Further, unlike in France where there are significant differences and a
clear distinction between the two systems of protection, in Vietnam the management processes
and practices of both systems share common characteristics. These include the rigid
interpretation of the law, the policy intervention for the identification of potential GIs, the
state’s (direct or indirect) control over Gls, the occasional arbitrariness in the choice of the
means of protection, the lack of efficient quality controls, and the prevalence of bureaucratic

and non-transparent practices.

If the Vietnamese legal framework for the protection of GIs was adopted for the political
purpose of accessing the WTO, its rapid internal implementation has resulted in a two-tier
system in which the registration phase of the IP titles is ahead of the post-registration phase as
illustrated by the silence of the law on quality control. The incompleteness of normative GI
frameworks as regards the implementation of the post-registration phase has been observed in

many other countries that have only recently provided protection for GIs.!>*

152 R.J. Coombe, S. Schnoor and M. Ahmed, ‘Bearing Cultural Distinction: Informational Capitalism and New Expectations for Intellectual
Property’ (2007) 40 University of California-Davis Law Review 891, 896-897.
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Most importantly, the Vietnamese top-down approach to GIs has resulted in a positive dynamic
observed in the increased number of registered Gls in the past few years. However, this
approach also leaves little room to local stakeholders to take ownership of the initiatives.
Indeed, the political choice made by the state to control the management of the initiatives and
accelerate the implementation of the law through expertise runs counter the ability of local
stakeholders to ‘appropriate the collective process’,'>> understand the concept of Gls and
participate meaningfully in the decision-making processes that affect them the most. These
observations call for a reconsideration of the respective roles of the state and local stakeholders.
In this regard, Marie-Vivien reports that discussions to amend the IP Law and provide more

space to local authorities and local stakeholders are ongoing,'>® which stresses the need to

continue research activities in this country.

The understanding of the Vietnamese legal framework for Gls as provided in the present
chapter is particularly useful to the analysis of our empirical findings. The impact of Vietnam’s
top-down approach to GIs on collective action dynamics and the involvement of local
stakeholders in the GI initiatives will be addressed in the following chapter. In practice, this
approach also contributes, among other factors, to a low use of the GI labels, if at all, which

will be dealt with in Chapter 6.

155 D. Barjolle and B. Sylvander, ‘Some factors of success for ‘origin labelled products’ in agri-food supply chains in Europe: market, internal
resources and institutions’ (2002) 36 (9-10) Economies et sociétés 1441, 1551.
156 Marie-Vivien (n4) 30.
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Actors’ strategies and collective dynamics

This chapter investigates the processes of collective action in relation to GIs. More specifically,
it draws upon our twelve case studies to analyse actors’ strategies for initiating the GI
protection process and the collective dynamics involved in the creation and operation of GI
collectives. In doing so, this chapter will shed light on the ‘inner side’ of GI initiatives, i.e.
their internal organisation, as opposed to their ‘outward face’, including marketing and

commercial aspects, which will be studied in the subsequent chapters.

Analysis of the collective dimension of GIs is particularly relevant to the issues dealt with in
this thesis. Although ignored in TRIPS, collective action dynamics involved in designing the
product specifications and managing the initiatives have emerged as critical factors for
directing their effects,! as they can contribute to bring about economic benefits and positive

dynamics of territorial development.?

As already mentioned, Gls signal origin and thus have close ties with places. The elaboration
of local products typically relies on the local resources, knowledge, skills, history and culture
of a community of operators within a specific geographical area,® which is presented as if it
were organic (see Chapter 2). Chapter 1 explained that GIs protect the producers’ and brand’s
reputation, which results from a collective process of value addition* and can allow producers

to capture an economic rent based on the product differentiation.> From a legal perspective,

1 D. Barjolle and B. Sylvander, ‘Some Factors of Success for Origin Labelled Products in Agri-food Supply Chains in Europe: Market, Internal
Resources and Institutions’ (2002) Working Paper for Les Cahiers de I'ISMEA, 16-17 <http://www.origin-
food.org/pdf/partners/bs19%20fev02.pdf> accessed 03/09/2018.

2 A. Tregear ‘From Stilton to Vimto: using food history to re-think typical products in rural development’ (2003) 43(2) Sociologia Ruralis
91.

3 G. Belletti and A. Marescotti, ‘Link Between Origin Labelled Products and Rural Development’ (Dolphins Final Report, WP3, 2002) 6.

4 Barjolle and Sylvander (nl).

5 F. Addor and A. Grazioli, ‘Geographical Indications beyond Wines and Spirits: A Roadmap for a Better Protection for Geographical
Indications in the WTO/TRIPS Agreement’ (2002) 5 JWIP 865, 870.
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GIs are usually considered as a form of collective legal monopoly right that can only be used
by those stakeholders who are located inside the region and who satisfy the standards defining
the product in its CoP.® Put differently, GIs are ‘the collective property of the beneficiaries and

can only be managed collectively’.’”

One consequence is that GIs both require and justify a form of mobilisation, coordination and
organisation among local stakeholders for the elaboration, control and observance of voluntary,
locally-agreed social norms.® Social norms, or else ‘bottom-up law’,” include production rules,
quality standards, cultural conventions and governance structures, and aim to protect the
common good, i.e. the reputation. They often pre-exist the legal form of GIs,!° which highlights
their importance as governance and enforcement mechanisms where there is no positive law.!!
From that perspective, GI initiatives lend themselves to Ostrom’s theory on common property
regimes for governing shared resources such as fisheries and grazing pastures.'? Of particular
interest is Ostrom’s suggestion that cooperation among local actors arises out of a ‘lattice of
interdependence’ to use, share and protect the common good.!? In this context, the activation
of strategies and legal processes to protect GlIs should aim to ‘back up’ existing social norms

and conventions.

The French Comté cheese (PDO since 1996) provides an example of successful collective
management of a GI product. Torre shows that three factors contribute to the well-functioning
of the Inter-professional Committee for the Management of the Comté cheese: (1) contractual
relations that reduce uncertainty and opportunistic behaviour regarding the product quality and
price policy; (2) a democratic internal governance structure that represents all categories of
stakeholders; and (3) mechanisms of organisational trust that help maintain cohesion between

local producers and their commitment to common objectives.!* One positive outcome is that

6 L. Bérard and P. Marchenay, ‘Tradition, regulation and intellectual property: local agricultural products and foodstuffs in France’, in S.B.
Brush and D. Stabinsky (eds.) Valuing Local Knowledge: Indigenous Peoples and Intellectual Property Rights (Island Press, 1996) 230.

7 A. Torre, ‘Collective action, governance structure and organizational trust in localized systems of production: t